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DECISION 
 

This resolves the Opposition filed by LOUIS VUITTON MALLETIER1, (hereinafter the “Opposer”) 

to Trademark Application No. 4/2019/21600 for the trademark “ ”. The application was filed by 

VICTOR MARTIN J. SORIANO2 (hereinafter the “Respondent-Applicant””), and the mark to be used on 
“cosmetics” under Class 3 of the International Classification of Goods and Services.3 
 
 In its Notice of Opposition, the Opposer alleges, among others, that “Louis Vuitton Malletier, 
commonly referred to as Louis Vuitton or also referred to by its initials "LV”, operates under the luxury 
conglomerate LVMH Moët Hennessy Louis Vuitton. Established in 1987, this merger of opposer and Moët 
Hennessy created the world's largest and most successful luxury goods group. LVMH is the result of 
successive alliances among companies that, from generation to generation, have successfully combined 
traditions of excellence and creative passion with a cosmopolitan flair and a spirit of conquest. These 
companies now form a powerful, global group in which the historic companies share their expertise with 
the newer brands and continue to cultivate the art of growing while transcending time, without losing their 
soul or their image of distinction. LMVH is the world leader in luxury being the only group present in all 
the major sectors of the luxury market. It currently employs 150,479 people and operates 5,003 stores across 
the globe. In 2020, LVMH generated €44.7 billion or roughly P2,582.1 billion in revenue. It has built its 
leading position through a unique portfolio of 75 exceptional Houses, operating in six business groups. 
Opposer is one of LVMH's Houses. It fronts LVMH's Fashion and Leather Goods business group.”4 
 

“Founded in France in 1854 by Louis Vuitton, opposer started as a small luggage business. Today, it 
is the world's leading international fashion house offering a full range of products including fine and high-
end leather goods, ready-to-wear for men and women, shoes and accessories, watches, jewelry, eyewear 
and a collection of women's and men's fragrances.”5 Opposer claims that it has ranked among the world's 
most valuable brands every year, and has been named as the most popular fashion brand for 2020, leading 
the list of most sought-after brands, based on Google search data, in no less than 47 countries worldwide.6 
“In fact, opposer has consistently ranked high in the annual Interbrand Best Global Brands and Brand Top 

 
1 A company duly organized and existing under the laws of France, with principal office at 2 rue de Pont-Neuf, 75001 Paris, France 
2 An individual with principal address on record at Unit 516, 106 Legazpi Street, Prince Plaza I, Legazpi Village, Makati City. 
3 The Nice Classification is a classification of goods and services for the purpose of registering trademark and service marks, based on a unilateral 
treaty administered by the World Intellectual Property Organization (“WIPO”). The treaty is called the Nice Agreement Concerning the 
International Classification of Goods and Services for the Purposes of the Registration of Marks established in 1957. 
4 Verified Notice of Opposition dated 11 May 2021. 
5 Ibid. 
6 Ibid. 
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100 Most Valuable Global Brands Rankings.”7 
 

Opposer further claims that following its instant success, imitation products were introduced in the 
market.8 “In an effort to counter the imitators, opposer introduced a red and beige striped motif as an 
alternative to the grey Trianon canvas in 1872. In 1888, opposer introduced a new, more complex pattern - a 
distinctive chequerboard in brown and beige, with "L. Vuitton, marque déposée" printed at regular 
intervals.”9 
 

“The defining moment for Louis Vuitton as a luxury brand came six years later or in 1896 when the 
well-known monogram canvas, which includes the "LV" logo, as shown below, was created by Georges 
Vuitton to celebrate the legacy of his late father and opposer's founder, Louis Vuitton. The "LV" logo 
consists of the overlapping capital letters "L" and "V". In 1897, the monogram canvas, which contains the 
"LV" logo, was registered as a design. It was later on registered as a brand in 1905. To celebrate the 
centenary of the monogram canvas in 1996, opposer commissioned seven cutting-edge fashion designers to 
create limited-edition bags featuring its famous motif.”10 
 

“From its handcrafted roots, the "LV" logo bloomed into an international symbol of opposer's 167-
year-old tradition of outstanding craftsmanship. It represents innovation, design, and timelessness 
combined with the elegance of Louis Vuitton's heritage of savoir-faire. As a result of opposer's extensive 
and continuous use of the "LV" logo for over a century, the general public, not just in France but 
worldwide, including the Philippines, now easily associates the mark with opposer and its products. The 
"LV" logo appears on most of opposer's products, which range from luxury trunks and leather goods to 
ready-to-wear, shoes, watches, jewelry, accessories, sunglasses, perfumes and books.”11 
 

“To fight counterfeiting and protect the reputation of the "LV" logo, opposer maintains an exclusive 
distribution network. Opposer's products are only sold in stores owned by it and through the e-
commerce section of its official website, eu.louisvuitton.com,” with countries or regions where opposer's 
products may be purchased.12 The "LV" logo is also prominently displayed in opposer's more than 400 
stores worldwide located in various countries in Europe, Latin America, North America, Middle East, and 
Asia, including the Philippines.”13 The "LV" logo is also highly visible on opposer's social media accounts 
which have a massive following, and in its print advertisement and online media featuring the world’s 
famous models, musicians, actors, celebrities, and athletes.14 
 

“In recognition of its reputation for creating durable yet luxurious and stylish products, opposer 
was commissioned to create the travelling case for the Fédération Internationale de Football Association 
World Cup Winner's Trophy in 2010, 2014, and 2018.”15 “The "LV" logo has likewise been continuously and 
extensively used by opposer in the Philippines in connection with its products. In 1993, opposer opened its 
first store in the country along Ayala Avenue. At present, opposer has two boutiques in the Philippines, 
both of which conspicuously display the "LV" logo.”16 Opposer states that it counts the popular Korean boy 
band BTS among its ambassadors, and it has also gathered top local celebrities and influencers in the 
Philippines such as Anne Curtis, Heart Evangelista, Sarah Lahbati, and Janine Gutierrez to promote its 
items.17 In the Philippines, opposer markets its products displaying the "LV" logo through, among others, 
print advertisements in major fashion magazines, and its products have also been featured on several 
articles that appeared on Philippine online fashion magazines.18  
 

As of July 2020, the brand value of Louis Vuitton is estimated at US$47.2 billion.19 To ensure 

 
7 Ibid. 
8 Ibid. 
9 Ibid. 
10 Ibid. 
11 Ibid. 
12 Ibid. 
13 Ibid. 
14 Ibid. 
15 Ibid. 
16 Ibid. 
17 Ibid. 
18 Ibid. 
19 Ibid. 
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exclusivity over its well-known marks, opposer alleged that it obtained trademark registrations of the 
original "LV" logo and its variations and other related marks with trademark registry offices worldwide, 
covering more than 140 jurisdictions across continents.20 
 

“In the Philippines, opposer has, among others, 13 trademark registrations for "LV" covering 
various classes of goods. Opposer also closely monitors abuse of the LV marks. It has established an 
Intellectual Property Department, a fully-dedicated team of lawyers and former law enforcement 
professionals based in Paris with regional offices in Tokyo, Hong Kong, Shanghai, Beijing, Seoul, Milan, 
Istanbul, Athens, Dubai, New York, and Mendoza, tasked to manage opposer's intellectual property rights 
including the LV marks.”21 It has issued several cease and desist letters and initiated both administrative 
and judicial proceedings in order to assert its rights over the well-known LV marks.22  
 

“Sometime in January 2021, Louis Vuitton learned that respondent-applicant, who appears to be 
engaged in the business of selling potassium alum (locally known as "tawas” and popularly used as a 
deodorant) and potassium alum-based bath products, filed an application for registration of a mark shown 
below with Application No. 4-2019-021600, for goods in Class 3 of the Nice Classification, particularly 
“cosmetics.” Louis Vuitton was also informed that respondent-applicant has used "Louis Vuitton" in one of 
his posts on his Twitter page.23 
 
 Thus, it is filing the instant Opposition on the grounds of confusing similarity under Sections 123.1 
(d) and (f) of the IP Code, trademark dilution, and that Respondent-Applicant is riding on the goodwill and 
established reputation of Opposer. 
 
 The Opposer has submitted the following evidence in support of its claim: 
 

Name of Document Exhibit 
Power of Attorney dated February 10, 2021 A 
Delegation of Authority dated May 26, 2020 A-1 
Printout of LVMH’s Universal Registration Document B 
LVMH’s 2020 Annual Report C 
Printout of "Louis Vuitton and Gucci are the only 2 luxury companies to consistently 
rank among the world's most valuable brands tor the last 20 years. Here's how they 
grew to dominate the high-end retail sector, Insider, January 24, 2020 at 
https://www.businessinsider.com/how-gucci-louis-vuitton-became-two-most-
valuable-luxury-brands-2020-01; last accessed on April 10, 2021 

D 

Printout of "The most popular fashion brand and celebrity style inspiration around the 
world," December 8, 2020 at https://www.money.co.uk/guides/popular-fashion-
brands; last accessed on April 10, 2021. 

E 

Printout of Information on Interbrand at https://www.interbrand.com/best-brands/ 
best-global-brands/ methodology /; last accessed on July 11, 2019 

F 

Printout of screenshots from webpage https://www.interbrand.com/best-
brands/best-global-brands/previous-years/2012/; last accessed on July 7, 2019. 

F-1 

Printout of screenshots from webpage https://www.interbrand.com/best-
brands/best-global-brands/previous-years/ 2013/_; last accessed on July 7, 2019 

F-2 

Printout of screenshots from webpage https://www.interbrand.com/best-
brands/best-global-brands/previous-years/2014/; last accessed on July 7, 2019 

F-3 

Printout of screenshots from webpage https://www.interbrand.com/best-
brands/best-global-brands/previous-years/ 2015/; last accessed on July 7, 2019 

F-4 

Printout of screenshots from webpage https://www.interbrand.com/best-brands/best-
global-brands/previous-years/2016/; last accessed on July 7, 2019. 

F-5 

Printout of screenshots from webpage https://www.interbrand.com/best-
brands/best-global-brands/previous-years/2017/; last accessed on July 7, 2019 

F-6 

 
20 Ibid. 
21 Ibid. 
22 Ibid. 
23 Ibid. 
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Printout of screenshots from webpage https://www.interbrand.com/best-
brands/best-global-brands/2018/ranking/; last accessed on July 7, 2019 

F-7 

Printout of screenshots from webpage https://www.interbrand.com/best-brands/best-
global-brands/2019/ranking/; last accessed on July 7, 2019 

F-8 

Printout of screenshots from webpage information on BrandZ at 
https://brandz.com/about-us; last accessed on July 11, 2019 

G 

Printout of "Louis Vuitton-Brand Profile" at https:/ / brandz.com/brand/9316; last 
accessed on July 11, 2019 

G-1 

Printout of Louis Vuitton Savor-Faire, History 150 Years of Louis Vuitton H 
Printout of webpage "Louis Vuitton Monogram at https://us.louisvuitton.com/eng-us/ 
recommendations / louis-vuitton-monogram#:~:text=The%20signature %20Louis %20 
Vuitton% 20Monogram, the %20founder %20of%20the%20brand.&text=The% 20L 
V%20Monogram% 20canvas %20represents,House's% 20heritage%20of% 20savoir% 
2Dfaire; last accessed on April 10, 2021. 

I 

Printout of webpage complete collection of opposer's products at 
https://eu.louisvuitton.com/eng-el/homepage; last accessed April 10, 2021 

J 

Printout of webpage https:// www.louisvuitton.com/dispatch/?noDRP=true; last 
accessed on April 10, 2021 

K 

List of Louis Vuitton boutiques L 
Printout of webpage "Louis Vuitton Stores: discover our exceptional architecture at 
https://eu.louisvuitton.com/eng-el/la-maison/architecture; last accessed on April 10, 
2021 

M 

Printout of webpage "Locate a Store" at https://eu.louisvuitton.com/eng-el/stores; 
last accessed on April 10, 2021. 

N 

Printout of Instagram page https:/ /instagram.com/louisvuitton; last accessed April 10, 
2021. 

O 

A compilation of printouts of opposer's posts on Instagram displaying the "LV" logo P 
Printout of Facebook page at https://www.facebook.com/LouisVuitton; last accessed 
on April 10, 2021 

Q 

Printout of Twitter page https:// twitter.com/Louis Vuitton; last accessed on April 10, 
2021 

R 

A compilation of printouts of opposer's posts on Twitter displaying the "LV" logo S 
Copy of pages of International Magazine: Louis Vuitton Luxury Fashion Brand - 
Rimontgo, January 12, 2009 

T 

Copy of pages of International Magazine: Argentina - Misc. Publisher, BS AS Herald, 
November 7, 2011 

T-1 

Copy of pages of International Magazine: Morroco, L’Officiel, January 12, 2012 T-2 
Copy of pages of International Magazine: Argentina, Vanidades, November 21, 2007 T-3 
Copy of pages of International Magazine: Argentina, Caras Revista, August 21, 2007 T-4 
Copy of pages of International Magazine: United Arab Emirates, IT.P Consumer 
Publishing, L'Officiel, October 11, 2009 

T-5 

Copy of pages of International Magazine: France, Janvier, March 2004 T-6 
Copy of pages of International Magazine: France, Marie France, November 17, 2004 T-7 
Copy of pages of International Magazine: UK, Grazia, September 2, 2008 T-8 
Copy of pages of International Magazine: Morocco, Plurielle, January 12, 2012 T-9 
Copy of pages of International Magazine: Australia, Fairfax Publications, The Age, July 
5, 2012 

T-10 

Copy of pages of International Magazine: Morocco, Zyriab, January 7, 2012 T-11 
Printout of a compilation of Louis Vuitton's sample photos of advertisements U 
Printout of webpage "Louis Vuitton release exclusive FIFA World Cup™ collection," 
Fifa.com, May 17, 2018 at https://www.fifa.com/worldcup/news/louis-vuitton-
release-exclusive-fifa-world-cuptm-collection; last accessed on April 10, 2021 

V 

Printout of webpage "World Cup History," Foxsports.com at 
https://www.foxsports.com/soccer/fifa-world-cup/history; last accessed on April 10, 
2021. 

W 

Printout of webpage "Louis Vuitton Trophy Cases" at https://fr.louisvuitton.com/fra- X 



 5/13 Decision No: CD-2022/12363 

fr/magazine/articles/louis-vuitton-trophies#; last accessed on April 17, 2021 
Printout of webpage "Vuitton's World Cup" Vogue, Tune 2010, at 
https://www.vogue.co.uk/article/louis-vuitton-2010-world-cup-trophy-travel-case-
unveiling; last accessed April 10, 2021 

Y 

Printout of webpage "Who Trumps The World Cup's Best Dressed List? The Trophy, In 
Louis Vuitton, " Marie Claire, June 16, 2017 at 
https://www.marieclaire.co.uk/news/fashion-news/the-world-cup-trophy-is-cased-
in-a-louis-vuitton-trunk-66737; last accessed on April 10, 2021  

Z 

Printout of webpage "Louis Vuitton's World Cup Gear Is Once-Every-Four-Years 
Luxurious," GQ, May 17, 2018 at https://www.gq.com/story/louis-vuitton-world-cup-
collection; last accessed on April 10, 2021. 

AA 

Printout of webpage https://eu.louisvuitton.com/eng-el/point-of-
sale/philippines/louis-vuitton-manila-solaire; last accessed on April 10, 2021 

BB 

Printout of webpage https://eu.louisvuitton.com/eng-el/point-of-
sale/philippines/louis-vuitton-manila-greenbelt-makati; last accessed on April 10, 2021 

CC 

Printout of webpage “Heart, Sarah, And Anne All Wore These Louis Vuitton Runway 
Looks At Last Night's Show," Metro.style, October 7, 2020 at 
https://metro.style/fashion/ runway/lv-ss-21/27565; last accessed on April 10, 2021. 

DD 

Printout of webpage "Look: 10 Big, Local Personalities Model This Classic Epi Leather 
Bag From Louis Vuitton!" Metro.style, September 10, 2020 at https: 
//metro.style/fashion/trends/metro-society-louis-vuitton-rainbow-project/27085; last 
accessed on April 10, 2021 

EE 

A table showing Louis Vuitton's media plans for its advertisements in fashion 
magazines in the Philippines from 2015 to 2020 

FF 

Printout of article on Preview.ph: "10 Stylish Louis Vuitton Shoes Worth Investing In," 
February 5, 2021, at https://www.preview.ph/fashion/10-louis-vuitton-shoes-worth-
investing-a2053-20210205-frm?reg=feed_1; last accessed on April 10, 2021; 

GG 

Printout of article on Preview.ph: What Is Louis Vuitton's OnTheGo Tote and Why Do 
Celebs Love It?" January 28, 2021 at https://www.preview.ph/fashion/what-is-the-
onthego-bag-louis-vuitton-a2049-20210128?reg=feed_1; last accessed on April 10, 2021 

GG-1 

Printout of article on Preview.ph: What Is the Louis Vuitton Petite Malle and Why Do 
Celebrities Love It?" January 11, 2021, at https://www.preview.ph/fashion/ what-is-
petite-malle-louis-vuitton-a2049-20210111?reg=-feed 1; last accessed on April 10, 2021; 

GG-2 

Printout of article on Preview.ph: "10 Classic Louis Vuitton Bags to Consider Investing 
In," July 20, 2020, at https://www.preview.ph/fashion/classic-louis-vuitton-handbags-
a1975-20200720-Ifrm?ref=feed_2; last accessed on April 10, 2021 

GG-3 

Printout of article on Preview.ph: "This Is the Exact Louis Vuitton Bag the Jung Sisters 
Are Obsessed With," July 12, 2020 at https://www.preview.ph/fashion/jung-sisters-lv-
pont-9-a00300-20200712?ref=feed_2; last accessed on April 10, 2021 

GG-4 

Printout of webpage Everyone's Going To Want These Louis Vuitton Phone Cases," 
Cosmo.ph, October 9, 2016 at https://www.cosmo.ph/style/trend-alert/louis-vuitton-
phone-cases-a00176-20161009?ref=site search; last accessed April 10, 2021 

HH 

Printout of article on mega.onemega.com: “here are Anne Curtis' Ultimate Top 5 Louis 
Vuitton Faves," March 24, 2021 at https://mega.onemega.com/here-are-anne-curtis-
ultimate-top-5-louis-vuitton-faves/; last accessed on April 10, 2021 

II 

Printout of article on mega.onemega.com: "Louis Vuitton Summer 2021: How to Wear 
Monogram and Damier To The Beach," March 20, 2021 at 
https://mega.onemega.com/louis-vuitton-summer-2021-wear- monogram-to-the-
beach/; last accessed on April 10, 2021 

II-1 

Printout of webpage https://www.forbes.com/companies/louis-
vuitton/?sh=792d8a596dbe; last accessed on April 14, 2021 

JJ 

A list of countries where the "LV" logo and related marks are registered. KK 
Printouts of a sampling of the certificates of registrations of the "LV" logo LL to LL-

16 
Printouts of a sampling of the certificates of registrations of the "L.V" wordmark MM to 

MM-12 
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Printouts of a sampling of the certificates of registrations of the "L.V." wordmark NN to 
NN-1 

Printouts of opposer's trademark registrations for "LV" from the online trademark 
database of the WIPO-IPOPHL 

OO to 
OO-12 

Printout of webpage "Brand Protection" at https://eu.louisvuitton.com/eng-
el/magazine/articles/ brand-protection#fighting-illegality; last accessed April 10, 2021 

PP 

A printout of a PDF copy of the decision from the IPOPHL online services website 
(http://onlineservices.ipophil.gov.ph/ipcaselibrary/ipcasepdf/IPC1732.pdf; last 
accessed on April 28, 2021 

QQ 

Printout of respondent-applicant’s Twitter page https://twitter.com/viktorphilippil; 
last accessed on April 10, 2021 

RR 

Printout of screenshot of Respondent-Applicant’s post SS 
Printout of monthly traffic data or count of visit to Louis Vuitton's website in the 
Philippines from May 2019 to March 2021 

TT 

A printout of a list of decisions in various jurisdictions acknowledging the well-known 
status of the LV marks 

UU 

Copy of Decision in Louis Vuitton Malletier vs. EUIPO, Case T373/17 VV 
Copy of Decision in Louis Vuitton Malletier vs. EUIPO, Case T372/17 WW 
Copy of Decision of EUIPO’s Fifth Board of Appeal XX 
Copy of Decision in Louis Vuitton Malletier vs. Foshan Shunde LV Club, App. No. 34106087 YY 
Copy of Decision in Louis Vuitton Malletier vs. Alfredo Fernandez Noceda, No. 3746095/1 
and its English translation 

ZZ 

Copyof Decision in Louis Vuitton Malletier vs. Iqbal Singh, CS(COMM) 607/2018 and its 
English translation 

AAA 

Copy of decision and English translation in Well-known Trademark Registration 
Request No. 71248886 issued by the Turkish Patent Institute 

BBB 

Printout of PDF copy of the Decision in IPC Case No. 1732, Vuitton & Fils vs. Lois Jeans 
International, Inc., last accessed April 28, 2021 

CCC 

Printout of webpage "Louis Vuitton unveils its perfumes for a journey that begins on 
bare skin," at https://www.lvmh.com/news-documents/news/louis-vuitton-unveils-
its-perfumes-for-a-journey-that-begins-on-bare-skin/; last accessed on April 17, 2021 

DDD 

Printout of webpage "After 70 years, a new line of women's scents from Louis Vuitton,” 
at https://lifestyle.inquirer,net/ 262933 /70-years-new-line-womens-scents-louis-
vuitton/; last accessed on April 17, 2021 

DDD-1 

Printouts of reports of surveys conducted in France, Vietnam, and the European Union 
(the United Kingdom, Germany, Italy, Spain, Belgium, the Netherlands, and Czech 
Republic) 

EEE to 
EEE-2 

Affidavit of Ms. Laura Charnay FFF 
Affidavit of Atty. Irish Jhade G. Alimpolos GGG 

 
In its Answers, the Respondent-Applicant denied the allegations of the Opposer, and alleged, among 

others, that there is no confusing similarity between the marks and the goods, that the Opposer does not 
own the alphabet, that there are numerous establishments and words using “LV”, and that the letters “LV” 
was coined from his relatives’ last name “Lopez-Vito” based in the United Kingdom, and the checkered 
background is of British-Filipino origin. 
 

Thereafter, the Bureau issued Order No. 2021/2495 referring the parties to mediation. The mediation 
proceedings were terminated for failure to amicably settle the case. A Notice of Preliminary Conference was 
then issued by this Bureau, setting the case for hearing. Respondent-Applicant filed a Motion for 
Termination of the Preliminary Conference. The Opposer joined this request in its Comment and Manifestation. 
Thus, Order No. CO-2022/7926 was issued, granting the said Motion and giving the parties ten (10) days 
from receipt of the said Order to submit their respective position papers.  

 
The parties filed their respective position papers. Respondent-Applicant, however, filed a 
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“continuation” of its Position Paper, in pleading format and in various e-mails24. In response, the Opposer 
filed a Motion to Expunge the continuation of the Position Paper dated 02 July 2022, and e-mails dated July 
1, 2, 16 and 19, 2022. Respondent-Applicant then filed a Motion to Admit, citing the interest of true justice, 
and praying that this Bureau consider and admit all the things he has said in his defense by the privilege 
granted unto him and afforded by law during this pandemic, and called for “laxity” because of the 
extraordinary circumstances. Order No. CO-2022/10948 was then issued, submitting the instant case for 
Decision. 

 
The Motion to Expunge filed by the Opposer is meritorious, and the Respondent-Applicant’s Motion 

to Admit must be denied for lack of merit. 
 
Rule 2, Section 16 of the Regulations on Inter Partes Proceedings provide that: 
 
“Section 16. Submission for Decision 
 
(a) After the lapse of the reglementary period within which to file the position paper, and with or 
without the parties having submitted the same, the case is deemed submitted for decision. xxx” 
(emphasis supplied)  
 
Records show that both parties received CO-2022/7926 on June 20, 2022, as can be gleaned from 

their acknowledgment of the same via electronic mail.25 Clearly, the continuation of the Position Paper 
dated 02 July 2022, and e-mails dated July 1, 2, 16 and 19, 2022 were filed outside the ten (10) day provided 
in the Order. While the Respondent-Applicant cited the interest of true justice, and called for laxity due to 
the extraordinary circumstances, he did not give any valid or meritorious reason as to why these should be 
admitted, and why he could not have included the contents of the continuation of his position paper, and 
his emails in his original Position Paper.  

While indeed, technical rules of procedure may be relaxed should the circumstances at hand render 
it necessary, and in order to uphold the interest of justice, the Supreme Court has time and again held that 
this rule should not be abused, and exploited as a tool to blatantly disregard the rules. After all, interest of 
justice also dictates that the rules be respected. Otherwise, there would be no concept of justice at all. As 
aptly held in Pates vs Comelec26: 

“Procedural rules, we must stress, should be treated with utmost respect and due regard since 
they are designed to facilitate the adjudication of cases to remedy the worsening problem of 
delay in the resolution of rival claims and in the administration of justice. The requirement is 
in pursuance to the bill of rights inscribed in the Constitution which guarantees that "all persons 
shall have a right to the speedy disposition of their before all judicial, quasi-judicial and 
administrative bodies," the adjudicatory bodies and the parties to a case are thus enjoined to 
abide strictly by the rules. While it is true that a litigation is not a game of technicalities, it is 
equally true that every case must be prosecuted in accordance with the prescribed procedure to 
ensure an orderly and speedy administration of justice. There have been some instances wherein 
this Court allowed a relaxation in the application of the rules, but this flexibility was "never 
intended to forge a bastion for erring litigants to violate the rules with impunity." A liberal 
interpretation and application of the rules of procedure can be resorted to only in proper cases 
and under justifiable causes and circumstances. (Emphasis supplied) 
 
As emphasized above, exceptional circumstances or compelling reasons may have existed in 
the past when we either suspended the operation of the Rules or exempted a particular case 
from their application. But, these instances were the exceptions rather than the rule, and we 
invariably took this course of action only upon a meritorious plea for the liberal construction 
of the Rules of Court based on attendant exceptional circumstances. These uncommon 
exceptions allowed us to maintain the stability of our rulings, while allowing for the unusual 
cases when the dictates of justice demand a correspondingly different treatment.  
 

 
24 Dated July 1, July 2, July 16 and July 19, 2022. 
25 Section 2, IPOPHL Memorandum Circular. 2021-015: The counsel/party concerned has three (3) calendar days from the transmission of the 
interlocutory order or notice to acknowledge the receipt thereof by sending a reply email to the BLA (using the email address 
blamailing@ipophil.gov.ph). The date of the acknowledgment shall be deemed the date of the receipt of the order or notice. xxx 
26 G.R. No. 184915, June 30, 2009. 
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Under this unique nature of the exceptions, a party asking for the suspension of the Rules of 
Court comes to us with the heavy burden of proving that he deserves to be accorded 
exceptional treatment. Every plea for a liberal construction of the Rules must at least be 
accompanied by an explanation of why the party-litigant failed to comply with the rules and by a 
justification for the requested liberal construction” (emphasis supplied) 
 

 Thus, considering the foregoing, the Motion to Expunge of the Opposer is granted, and accordingly, 
the continuation of the Position Paper dated 02 July 2022, and e-mails dated July 1, 2, 16 and 19, 2022 filed by 
the Respondent-Applicant are hereby expunged from the records of the instant case, in accordance with 
Rule 2, Section 16 of the Regulations on Inter Partes Proceedings. 
 

Moving on to the main issue, should the Respondent-Applicant be allowed to register its mark 

“ ” ? 
 
 In its Opposition, the Opposer raises confusing similarity of the challenged mark with its registered 
mark, relying on Sections 123.1 (d) and (f) of the IP Code. The same provides: 
 

 Section 123. Registrability. - 123.1. A mark cannot be registered if it: 
 

xxx 
 

(d) Is identical with a registered mark belonging to a different proprietor or a mark with 
an earlier filing or priority date, in respect of: 

(i) The same goods or services, or 
(ii) Closely related goods or services, or 
(iii) If it nearly resembles such a mark as to be likely to deceive or cause 
confusion; 

 
xxx 

 
(f) Is identical with, or confusingly similar to, or constitutes a translation of a mark 
considered well-known in accordance with the preceding paragraph, which is registered in 
the Philippines with respect to goods or services which are not similar to those with respect 
to which registration is applied for: Provided, That use of the mark in relation to those 
goods or services would indicate a connection between those goods or services, and the 
owner of the registered mark: Provided further, That the interests of the owner of the 
registered mark are likely to be damaged by such use; 

 A trademark is defined as ‘any distinctive words, letters, numerals, drawings, pictures , shapes, 
colors, logotypes, labels or combination used to distinguish goods or services.’27 The function of a 
trademark is to point out distinctly the origin or ownership of the goods to which it is affixed; to secure to 
him, who has been instrumental in bringing into the market a superior article of merchandise, the fruit of 
his industry and skill; to assure the public that they are procuring the genuine article; to prevent fraud and 
imposition; and to protect the manufacturer against substitution and sale of an inferior and different article 
as his product.28 

Now, in determining the presence of confusing similarity, the Supreme Court has relied on and 
expressly declared that the Dominancy Test is controlling, thus: 

“x x x The Dominancy Test focuses on the similarity of the prevalent features of the competing 
trademarks which might cause confusion or deception, and thus infringement. If the competing 
trademark contains the main, essential or dominant features of another, and confusion or 
deception is likely to result, infringement takes place. Duplication or imitation is not necessary; 
nor is it necessary that the infringing label should suggest an effort to imitate. The question is 
whether the use of the marks involved is likely to cause confusion or mistake in the mind of the 
public or deceive purchasers. 

 
27 FUNA, Trademark Law of the Philippines (2012), p.2. 
28 Mirpuri vs. CA, G.R. No. 114508, November 19, 1999. 
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x x x 

Considering the adoption of the Dominancy Test and the abandonment of the Holistic Test, as 
confirmed by the provisions of the IP Code and the legislative deliberations, the Court hereby 
makes it crystal clear that the use of the Holistic Test in determining the resemblance of marks 
has been abandoned.”29 (emphasis supplied) 

Verily, to fall under the ambit of Sec. 123.1(d)(iii) and be regarded as likely to deceive or cause 
confusion upon the purchasing public, a prospective mark must be shown to meet two (2) minimum 
conditions: 

 
1. The prospective mark must nearly resemble or be similar to an earlier mark; and 
2. The prospective mark must pertain to goods or services that are either identical, similar 
or related to the goods or services represented by the earlier mark.30 (underscoring 
supplied) 

 
But are the marks similar? The marks are reproduced for comparison below:  

 
 

  

L.V  
  

 
 
 

 
 
 
 

Opposer’s Registered Marks Respondent-Applicant’s Mark 
 
 Applying the dominancy test in the instant case, it would appear that the main, dominant, and 
essential features of the marks are the letters “LV”. When pronounced, there is no doubt that they are 
phonetically identical. 
  
 But is there a likelihood of confusion with respect to the goods of the parties? 
 

“The ordinary purchaser must be thought of as having, and credited with, at least a modicum of 
intelligence.”31 As elucidated in the case of Mang Inasal vs. IFP Manufacturing Corporation32: 

 
“A very important circumstance though is whether there exists a likelihood that an appreciable 
number of ordinarily prudent purchasers will be misled, or simply confused, as to the source of the 
goods in question. The "purchaser" is not the "completely unwary consumer" but is the "ordinarily 
intelligent buyer" considering the type of product involved he is accustomed to buy, and 
therefore to some extent familiar with, the goods in question. The test of fraudulent simulation is 
to be found in the likelihood of the deception of some persons in some measure acquainted with 
an established design and desirous of purchasing the commodity with which that design has 
been associated. The test is not found in the deception, or the possibility of deception, of the 
person who knows nothing about the design which has been counterfeited, and who must be 
indifferent between that and the other. The simulation, in order to be objectionable, must be such 

 
29 Kolin Electronics Co., Inc. vs. Kolin Philippines International, Inc., G.R. No. 228165, February 9, 2021. 
30 Mang Inasal vs. IFP Manufacturing Corporation, G.R. No. 221717, June 19, 2017. 
31 Fruit of the Loom, Inc. vs. Court of Appeals, G.R. No. L-32747, November 29, 1984. 
32 G.R. No. 221717, June 19, 2017. 
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as appears likely to mislead the ordinary intelligent buyer who has a need to supply and is 
familiar with the article that he seeks to purchase.” (emphasis supplied) 

 
A perusal of the evidence would show that the possibility of a likelihood of confusion is remote as 

‘[t]he parties' corresponding goods neither flow in the same channels of trade nor target the same market as 
to result to any confusion. A consumer could easily discern that there is no connection between the two 
marks whose goods are not similar, not related and cannot possibly be subject of business expansion by 
reason of its inherent differences.’33 Worthy of emphasis is the ruling of the Bureau in the case of Chanel 
SARL vs. Rose Aureen F. Remegio34:  

“Based on the evidence submitted by Respondent-Applicant goods are dermatological products 
that are made available only in the store of the Respondent-Applicant and online through its 
social media account. On the other hand, Opposer's goods being a designer brand is made 
available through Chanel stores and in high end department stores. Thus, a person desirous of 
buying CRISTALLE perfume of Chanel will not go to Respondent-Applicant's store instead.” 
(emphasis supplied) 

As in this case, a person desirous of purchasing the Opposer’s fine and high-end leather goods, 
ready-to-wear for men and women, shoes and accessories, watches, jewelry, eyewear and collection of 
women's and men's fragrances, among others, would go to its boutique store or its official online retail 
platforms to purchase its products. This was confirmed by the Opposer when it stated that “Opposer's 
products are only sold in stores owned by it and through the e-commerce section of its official website, 
eu.louisvuitton.com,”35 with its website catering to different regions and countries. Considering as well 
that the goods in the instant case are fall within the realm of luxury and high-end fashion, leather goods, 
accessories, and perfumes, its consumers are accustomed to, and can be said to have particular preferences 
in their purchase of these products. After all, ‘[w]e believe that a person who buys petitioner’s products 
and starts to have a liking for it, will not get confused and reach out for private respondent’s products 
when she goes to a garment store.’ 36 

On the basis of the marked differences between the marks and goods, as well as the evidence on 
record, this Office finds and so holds that it is highly unlikely for the public to be confused and misled by 
the products of Respondent-Applicant. Thus, its reliance on Section 123.1 (d) and (f) must fail.  

 
As to the allegation of trademark dilution, the Supreme Court held in Levi Strauss & Co., & Levi 

Strauss (Phils.), Inc. vs. Clinton Apparelle, Inc.37 that: 
 

 Trademark dilution is the lessening of the capacity of a famous mark to identify and distinguish goods 
or services, regardless of the presence or absence of: (1) competition between the owner of the famous 
mark and other parties; or (2) likelihood of confusion, mistake or deception. Subject to the principles of 
equity, the owner of a famous mark is entitled to an injunction "against another person’s commercial use 
in commerce of a mark or trade name, if such use begins after the mark has become famous and causes 
dilution of the distinctive quality of the mark." This is intended to protect famous marks from 
subsequent uses that blur distinctiveness of the mark or tarnish or disparage it. 
 
Based on the foregoing, to be eligible for protection from dilution, there has to be a finding that: (1) the 
trademark sought to be protected is famous and distinctive; (2) the use by respondent of "Paddocks and 
Design" began after the petitioners’ mark became famous; and (3) such subsequent use defames 
petitioners’ mark. xxx” (emphasis supplied) 

A perusal of the pieces of evidence38 submitted by the Opposer failed to sufficiently show that “LV” 
has achieved such a level of notoriety to establish that it had become famous as to the consumers and the 
market in which its products are being offered to. While the mark “LOUIS VUITTON” may have been 
declared as well-known” in IPC Case No. 1732 entitled “Vuitton & Fils vs. Lois Jeans International, Inc.”, we 

 
33 Decision No. 2019-087 dated 11 July 2019 in Monster Energy Company vs. Ozzy Tyres Pty Ltd., IPC No. 14-2017-00078. 
34 Decision No. 2019-303 dated 20 December 2019, IPC No. 14-2018-000192. 
35 Supra. 
36 Fruit of the Loom, Inc. vs. Court of Appeals, G.R. No. L-32747. November 29, 1984. 
37 G.R. No. 138900 September 20, 2005. 
38 Exhibits “A” to “GGG”. 
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note that it only declared “LOUIS VUITTON” as such, and not the “LV Logo”. Thus, such declaration that 
the mark “LOUIS VUITTON” is well-known cannot be made to extend to the mark “LV”. 

As to the allegation that the Respondent-Applicant is riding on the goodwill and reputation of the 
Opposer, we note that the said argument is rooted in Section 168 of the IP Code: 

 
168.1. A person who has identified in the mind of the public the goods he manufactures or deals in, 
his business or services from those of others, whether or not a registered mark is employed, has a 
property right in the goodwill of the said goods, business or services so identified, which will be 
protected in the same manner as other property rights. 
 
Accordingly, this provision must be read in relation to the following subsections, which reads: 
 
168.2. Any person who shall employ deception or any other means contrary to good faith by which 
he shall pass off the goods manufactured by him or in which he deals, or his business, or services for 
those of the one having established such goodwill, or who shall commit any acts calculated to 
produce said result, shall be guilty of unfair competition, and shall be subject to an action therefor. 
 
168.3. In particular, and without in any way limiting the scope of protection against unfair 
competition, the following shall be deemed guilty of unfair competition: 
 
(a) Any person, who is selling his goods and gives them the general appearance of goods of another 
manufacturer or dealer, either as to the goods themselves or in the wrapping of the packages in 
which they are contained, or the devices or words thereon, or in any other feature of their 
appearance, which would be likely to influence purchasers to believe that the goods offered are 
those of a manufacturer or dealer, other than the actual manufacturer or dealer, or who otherwise 
clothes the goods with such appearance as shall deceive the public and defraud another of his 
legitimate trade, or any subsequent vendor of such goods or any agent of any vendor engaged in 
selling such goods with a like purpose; 
 
(b) Any person who by any artifice, or device, or who employs any other means calculated to induce 
the false belief that such person is offering the services of another who has identified such services in 
the mind of the public; or 
 
(c) Any person who shall make any false statement in the course of trade or who shall commit any 
other act contrary to good faith of a nature calculated to discredit the goods, business or services of 
another. 
 
168.4. The remedies provided by Sections 156, 157 and 161 shall apply mutatis mutandis. (Sec. 29, R. 
A. No. 166a) 
 
A review of the facts and evidence on record, however, would reveal that the Respondent-Applicant 

has not committed any of the following acts stated in Section 168. In fact, he has repeatedly said that his 
products are “tawas”, or the local deodorant, which is why he is expanding to cosmetics. Considering this 
statement with the high end, luxury products of the Opposer, this Office finds the likelihood that 
purchasers will be deceived that the Respondent-Applicant’s products are an offshoot or extension of 
Opposer’s to be minimal, if not completely inexistent. Thus, on the basis of the foregoing, its argument on 
goodwill must also fail. 
 
 It is stressed that “[t]he function of a trademark is to point out distinctly the origin or ownership of 
the goods to which it is affixed; to secure to him, who has been instrumental in bringing into the market a 
superior article of merchandise, the fruit of his industry and skill; to assure the public that they are 
procuring the genuine article; to prevent fraud and imposition; and to protect the manufacturer against 
substitution and sale of an inferior and different article as his product.”39 The Bureau finds and so holds 
that the mark of Respondent-Applicant sufficiently meets this function. 
 

WHEREFORE, premises considered, the instant Opposition to Trademark Application No. 
4/2019/21600 is hereby DISMISSED. Let the filewrapper of the subject trademark application be returned, 

 
39 Mirpuri vs. Court of Appeals, G.R. No. 114508, November 19, 1999. 
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together with a copy of this Decision, to the Bureau of Trademarks for information and proper action. 
 

SO ORDERED. 
 
 Taguig City, 27 September 2022. 
 
 

 
Atty. ANTOINETTE VALERIE Y. YAP DUQUE 

   Adjudication Officer   
                          Bureau of Legal Affairs 
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Copy furnished: 
 
CASTILLO LAMAN TAN PANTALEON 
& SAN JOSE LAW OFFICES 
Counsel for Opposer 
2md, 3rd, 4th, 5th and 9th Floors, The Valero Tower 
122 Valero Street, Salcedo Village 
Makati City 
Email:  counsel@cltpsj.com.ph 
Tel No. 8 817-6791 to 95 
  
VICTOR MARTIN J. SORIANO 
Respondent-Applicant 
Unit 516, 106 Legaspi St., 
Prince Plaza 1, Legaspi Village 
Makati City 
Email:  cyclonetrading@yahoo.com.ph 
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