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Introduction

1. This is the decision for the opposition to the trade mark applications1 set 

out below:

Trade mark 
application 
No.

Opposed mark Relevant date
2

Opposed goods

845492

(opposed mark 1)

11 July 2011 Class 32:
Soft drinks; energy 
drinks; sports 
drinks; juices; 
mineral waters

848529

(opposed 
mark 2)

31 August 2011 Class 32:
Soft drinks; energy 
drinks; sports 
drinks; juices; 
mineral waters

848530

(opposed 
mark 3)

31 August 2011 Class 32:
Soft drinks; energy 
drinks; sports 
drinks; juices; 
mineral waters

2. The applicant is Energy Group SRL (applicant).

3. The opponent is Specialized Bicycle Components, Inc. (opponent).

4. The Trade Marks Act 2002 (Act), and the regulations made under that 

Act (Regulations), apply to these proceedings.

                                                
1

Details of these trade mark applications are set out in the attached Schedule 1.
2

This is the relevant date for determining the parties’ rights – Pioneer Hi-Bred Corn Company v Hy-
Line Chicks Pty Ltd [1978] 2 NZLR 50 at 61.
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Grounds

5. The opponent pursues the following grounds of opposition:

Ground 
no.

Summary of the allegations Act reference

1 Use of each opposed mark is likely to deceive or cause 
confusion.

Section 17(1)(a)

2 Use of each opposed mark is prohibited by section 
17(1)(b) of the Act because registration and use will 
infringe the opponent’s copyright rights pursuant to 
section 29 of the Copyright Act 1994.

Section 17(1)(b)

3 Use of each opposed mark is prohibited by section 
17(1)(b) of the Act because registration and use will 
infringe a worldwide injunction against the applicant 
and/or parties with whom the applicant is 
related/connected in the course of business.

Section 17(1)(b)

4 The applicant is not the owner of each opposed mark as 
required by section 32(1) of the Act.

Section 17(1)(b)

5 The trade mark application for each opposed mark was 
made in bad faith.

Section 17(2)

6 Each opposed mark is similar to the opponent’s marks, 
which are on the register and are set out in the attached 
Schedule 2, and use of each opposed mark is likely to 
deceive or confuse.

Section 25(1)(b)

7 Each opposed mark, or an essential element of it, is 
identical/similar to the opponent’s mark, which is well 
known in New Zealand.
Each opposed mark is applied for in respect of goods and 
services that are the same as or similar to the opponent’s
goods and services.
Use of each opposed mark would be likely to prejudice 
the interests of the opponent.

Section 25(1)(c)

6. In its counter-statement, the applicant denies the grounds of opposition, 

and relies on the following grounds in support of the trade mark 

application for each opposed mark:

7. The application for registration was filed in good faith in the name of the 
trade mark owner.

8. The Applicant’s trade mark is distinctive of the goods applied for.

9. The Applicant has a prior use right to use and register its trade mark in 
New Zealand and/or the benefit of a priority date which justifies use and 
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registration in New Zealand. In the alternative, the Applicant is entitled to 
registration based on honest concurrent use rights and/or special 
circumstances.

10. In the event that [sic] that the Opponent is able to show use of a relevant 
trade mark before use by the Applicant, the Applicant will rely on earlier 
priority date, honest concurrent rights, and/or special circumstances.
Without limiting the generality of this ground the Applicant refers to section 
26(b) of the Trade Marks Act 2002. Details of such use and special 
circumstances will be adduced in evidence.

Evidence

Opponent’s evidence in support of the opposition

7. The opponent’s evidence in support of the opposition under regulation 82 

of the Regulations consists of the statutory declarations of:

Name Occupation Date of 
evidence

Exhibits Reference

Kimberley 
Michele Arca

Intellectual Property 
Manager of the opponent 
since 2006. Employed by 
the opponent since 
February 2000.

3

20 June 
2012

37 Arca

Tony Grant 
Smith

Market Leader (which is 
similar to a General 
Manager) of Specialized 
New Zealand (which is 
based in Mt Eden, 
Auckland) since February 
2010. Before that, he was 
Sales and Marketing 
Manager for Sheppard 
Industries Inc. for 13 
years until October 2009. 
Sheppard Industries Inc. 
was the exclusive 
distributor of the 
opponent’s products in 
New Zealand from 1996 
until sometime in 2010.

4

22 June 
2012

9 Smith

8. The Arca declaration also has attached to it a copy of the statutory 

declarations of:

                                                
3

Arca at [2].
4

Smith at [1] – [3].
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8.1 Anthony Mark Herdrich dated 7 November 2003 (Herdrich)5,

which appears to have been filed as evidence of use in respect of 

New Zealand trade mark application nos 668585, 668586, and 

668587; and

8.2 Ryan Jones dated 13 October 2010 (Jones)6, which was filed in 

the United States District Court for the Central District of California 

Southern Division in respect of Team Gordon Inc, Speed Energy 

Drink, LLC v Specialized Bicycle Components Inc. The Jones 

declaration provides information about the opponent’s water bottle 

business and its use of the S logo mark: .7

The applicant has filed no evidence in support of its trade mark 

applications

9. The applicant has filed no evidence in support of its trade mark 

applications under regulation 84 of the Regulations.

Opponent has filed no evidence in reply

10. Consequently, the opponent has filed no evidence in reply under 

regulation 85 of the Regulations.

Ground 1: section 17(1)(a) of the Act

11. Under section 17(1)(a) of the Act, the “Commissioner must not register as 

a trade mark or part of a trade mark any matter ... the use of which would 

be likely to deceive or cause confusion.”

                                                
5

Arca at exhibit KMA-8. The Herdrich declaration appears to have had two exhibits, but the 
contents of exhibit A is not included. That exhibit is an envelope containing samples of brochures 
and catalogues, which describe the range of the opponent’s goods sold in New Zealand – Herdrich 
at [5].
6

Arca at exhibit KMA-14. It appears that the Jones declaration had some exhibits, but these have 
not been included in the copy of the statutory declaration at exhibit KMA-14.
7

Jones at [4] – [13].
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Marks relied on by the opponent

12. For this ground, the opponent relies on the opponent’s trade marks, which 

consist of: (1) the opponent’s trade mark registrations set out in the 

attached Schedule 2; and (2) unregistered trade marks comprising of or 

incorporating the S logo mark: .8 In particular, the opponent relies 

on trade mark registration nos 749013, 833696, and 838264, which are

the S logo mark.9

13. The opponent’s trade mark registrations set out in the attached Schedule 

2 are trade mark registration nos 668585, 668586, 668587, 794018, 

838265 SPECIALIZED; 668588, 668589, 668590 ; 794013, 

833696, 838264 ; 794014 ; 794020, 838266 S-WORKS; 

668584 EPIC; 782813 ALLEZ; 793980 ARMADILLO; 793991 BIG HIT; 

793993 CROSSTRAIL; 793995 DEMO; 793996 DOLCE; 793997 

ENDURO; 793998 ERA; 793999 FSR; 794000 FUSE; 794001 GLOBE; 

794003 HARDROCK; 794007 MYKA; 794008 PITCH; 794009 

ROCKHOPPER; 794010 ROUBAIX; 794011 ROVAL; 794012 RUBY; 

794015 SAFIRE; 794016 SEQUOIA; 794017 SIRRUS; 794019 

STUMPJUMPER; 794021 TARMAC; 794022 TRICROSS; 794023 VITA; 

812784 ARIEL; 822062 VENGE; 822063 CAMBER; 826206 PURIST; 

837134 AMIRA; 837135 SECTEUR; 849012 FUELSELAGE; 793990

; and 793992 BODY GEOMETRY.

                                                
8

Notice of opposition at [28], [12] – [15], and Schedule A.
9

Notice of opposition at [13].
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The issues

14. The test laid down in Smith Hayden & Co Ltd’s Application (1945) 63 RPC 

97, 101 (and applied by Pioneer Hi-Bred Corn Company v Hy-Line Chicks 

Pty Ltd [1978] 2 NZLR 50 at 57) sets out the issues:

“Having regard to the reputation acquired [for the opponent’s trade marks specified 

at [12] and [13], in particular, ] is the Court satisfied that [the opposed 

marks: , , and ], if used in a normal and fair manner 
in connection with [the opposed goods], will not be reasonably likely to cause 
deception and confusion amongst a substantial number of persons.”

The relevant market

15. The relevant market will consist of persons in New Zealand who are the 

prospective or potential purchasers of the opposed goods, and others 

involved in the purchase transactions ─ Pioneer Hi-Bred Corn Company v 

Hy-Line Chicks Pty Ltd [1978] 2 NZLR 50 at 61:

(7) It is in relation to commercial dealings with [the opposed goods] that the 
question of deception or confusion has to be considered, and the persons 
whose states of mind are material are the prospective or potential 
purchasers of goods of the kind to which the applicant may apply [each
opposed] mark and others involved in the purchase transactions.

16. Having regard to the opposed goods, which are “soft drinks; energy 

drinks; sports drinks; juices; mineral waters”, on a notional fair use basis, I 

consider that the relevant market in New Zealand will consist of the 

general purchasing public, and others involved in the purchase 

transactions. I consider that the relevant market is large, is not a specialist 

market, is not likely to be discerning because the purchase of fast moving 

consumer goods such as the opposed goods is likely to be an impulse 

and/or low involvement purchase decision; but I consider that “the 
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average consumer of the [opposed goods] is to be regarded as 

reasonably well-informed and reasonably observant and circumspect”.10

17. The question is whether “a substantial number of persons” in the relevant

market is likely to be deceived or confused by the use of each opposed

mark – Pioneer Hi-Bred Corn Company v Hy-Line Chicks Pty Ltd at 62:

(9) The test of likelihood of deception or confusion does not require that all 
persons in the market are likely to be deceived or confused. But it is not 
sufficient that someone in the market is likely to be deceived or confused. 
A balance has to be struck. Terms such as “a number of persons” 
(Jellinek’s Application), “a substantial number of persons” (Smith Hayden 
& Co Ltd’s Application), “any considerable section of the public” (New 
Zealand Breweries Ltd v Heineken’s Bier Browerij Maatschappij NV), and 
“any significant number of such purchasers” (Polaroid Corporation v 
Hannaford & Burton Ltd) have been used.

Deception and confusion

18. The differences between deception and confusion are set out in Pioneer 

Hi-Bred Corn Company v Hy-Line Chicks Pty Ltd at 62:

“Deceived” implies the creation of an incorrect belief or mental impression and 
causing “confusion” may go no further than perplexing or mixing up the minds of 
the purchasing public (New Zealand Breweries Ltd v Heineken’s Bier Browerij 
Maatschappij NV [1964] NZLR 115, 141). Where the deception or confusion 
alleged is as to the source of the goods, deceived is equivalent to being misled into 
thinking that the goods bearing [each opposed] mark come from some other source 
and confused to being caused to wonder whether that might not be the case.

Awareness of the opponent’s trade marks

19. Before the applicant has the onus of establishing that each opposed mark

does not offend against section 17(1)(a) of the Act, the opponent must 

first establish that, at the applicable relevant date for each opposed mark, 

there was an awareness, in the relevant market, of any of the opponent’s 

marks ─ Pioneer Hi-Bred Corn Company v Hy-Line Chicks Pty Ltd at 63:

For myself I prefer to use a more neutral term such as “awareness” or “cognizance” 
or “knowledge” and on that basis to ask: having regard to the awareness of [the 
opponent’s marks] in the New Zealand market for goods covered by the registration 
proposed, would the use of [each opposed] mark be likely to deceive or cause 
confusion in that market?

                                                
10

Anthony Brian Coombe v Coca-Cola Amatil (NZ) Limited HC Auckland CIV 2010-485-000816, 8 
April 2011 at [40], which cited: Lloyd Schuhfabrik Meyer & Co GmbH v Klijsen Handel BV [1999] 
ETMR 690 at [26]; Bach and Bach Flower Remedies Trade Marks [2000] RPC 513 at 534.
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20. The opponent need not establish that there was an awareness of any of

its marks for the opposed goods11. I also note that “the manner in which 

or the source from which knowledge has been acquired is immaterial.”12

21. The opponent must establish that the awareness of its mark(s) is

sufficient to lead to the possibility that the opposed goods would be 

identified with the opponent13. However, this is a relatively low threshold14.

22. The applicant denies15 that there was an awareness of the opponent’s 

marks for the purposes of this ground. Therefore, the opponent has the 

onus of establishing an awareness of any of its marks on the balance of 

probabilities.

23. I find that, on the evidence before me, the opponent has established that, 

at each applicable relevant date, its core marks: (1) SPECIALIZED trade 

mark; (2) the S logo mark ; and (3) were well known in 

the relevant market in relation to bicycles, bicycle components, and 

cycling accessories. I also consider that, at each of the applicable 

relevant dates, there was likely to have been at least an awareness of 

some of the opponent’s other marks such as S-WORKS, but I have 

concentrated on the opponent’s core marks and how they have actually 

been used in trade because they appear to be the particular focus of the 

                                                
11

The Council of Ivy Group Presidents (t/as The Ivy League) v Pacific Dunlop (Asia) Ltd (2000) 66 
IPR 202 at 212.
12

Pioneer Hi-Bred Corn Company v Hy-Line Chicks Pty Ltd at 70.
13

Pioneer Hi-Bred Corn Company v Hy-Line Chicks Pty Ltd at 62.
14

N V Sumatra Tobacco Trading Company v British American Tobacco (Brands) Incorporated
[2010] NZCA 24, (2010) 86 IPR 206 (CA) at [77]:

[77] …All that an opponent needs to show is “awareness”, cognisance” or 
“knowledge” of the mark. This means that the opponent will first have to identify the 
relevant market, then point to evidence showing that a substantial number of 
persons in that market have awareness, cognisance or knowledge of its mark: 
Pioneer [at 74]. What is a substantial number of persons depends on the nature 
and size of the market and is relative both to the number of persons involved in and 
their impact on that market: Pioneer [at 74-5].

15
Counter-statement at [36] denies the notice of opposition at [21], which states:

21. As a result of its aforesaid trading activities, the Opponent has developed 
substantial reputation and goodwill in the Opponent’s Trade Marks such 
that they are exclusively associated with the Opponent and the 
Opponent’s Goods and Services in the minds of New Zealand consumers.
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opponent’s pleadings and evidence. My reasons for this finding are 

summarised as follows:

23.1 The relevant market for the opposed goods is very large. 

However, the proportion of all adults who participate in cycling is 

substantial. In 2007/08, 700,497 adults in New Zealand, which, at 

that time, was 22.5% of all adults in New Zealand, participated in 

cycling for sport and recreation.16

23.2 The opponent’s bicycles are innovative and high-end, which helps 

to fix them in the mind of the relevant market, but they also appear 

to be mass produced, which makes them accessible to a greater 

section of the relevant market. The opponent’s first major 

production mountain bike in the world was launched in 1981

(SPECIALIZED STUMPJUMER).17 In 1989, the opponent 

launched the first production carbon fibre mountain bike

(SPECIALIZED EPIC).18

23.3 The opponent’s core trade marks appear on and in relation to its 

bicycles, bicycle components, and cycling accessories, which 

makes the marks visible to the relevant market when the 

opponent’s goods are in use19, especially when they are in use at 

high profile competitions such as the Tour de France20 and are

                                                
16

Arca at exhibit KMA-7: The Economic and Social Value of Sport and Recreation to New Zealand 
by Paul Dalziel: Research Report No. 322 September 2011, Lincoln University at 16.
17

Arca at [11].
18

Arca at [15].
19

Smith at exhibit KMA-10 (copies and extracts of catalogues).
20

Arca at [68]:
68. ONE of the most successful forms of sponsorship and promotion of the 

SPECIALIZED Trade Marks is the Tour de France. Annually, the Tour de 
France is broadcast in nearly 200 countries, covering approximately 3,860 
hours of television programming, creating more than 3.5 billion TV 
contacts, with more than 10 million “live” spectators. The prominence of 
the Tour de France is such that, it results in more than a 90% awareness 
of the brands featured in the Tour de France in many countries.
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used by high profile sports persons such as Alberto Contador.21

23.4 In 1992, the opponent entered the New Zealand market.22 As at 7 

November 2003 (which is the date of the Herdrich declaration), 

the opponent’s goods were stocked by 65 stores located 

throughout New Zealand.23 As at 22 June 2010 (which is the date 

of the Smith declaration), the opponent’s products were stocked 

by 76 stores24 located throughout New Zealand. There are also 6 

Specialized Concept Stores around New Zealand where the 

combined mark and the S logo mark appear prominently on the 

front of the store.25

23.5 The opponent’s bicycles and other products also appear in cycling 

magazines which are circulated in New Zealand.26

23.6 The opponent’s brand is in at least the top three cycle brands27 in 

New Zealand, which means that, at each applicable relevant date,

the opponent’s core marks would have been well known in the 

cycling industry in New Zealand and by persons who participate 

in, or who have an interest in, cycling.

23.7 In addition, the opponent’s core marks are promoted through 

competitions and sponsorship, internationally and in New 

                                                
21

Arca at [70] and exhibit KMA-32: extract of article entitled Specialized and its Epic Tour de 
France by Carmella Petitt dated 29 July 2010:

Every bike company dreams of winning the Tour de France: Specialized realized its 
dream and took it one step further, with Alberto Contador and Andy Schleck riding 
their Specialized bikes to a 1-2 finish Sunday in Paris. This was the first-ever 
Maillot Jaune for the California company.
Of course there was also a wide array of Specialized equipment in the peleton, with 
riders on two team sporting their brand new Prevail helmets, including Green 
Jersey winner Alessandro Petacchi, and many others using their shoes, saddles, 
and various other accessories. ...

22
Herdrich at [3].

23
Herdrich at [7] and exhibit “B”, which is a list of dealers that, at that time, carried the opponent’s 

goods in New Zealand.
24

Smith at [32].
25

Smith at [24] and exhibit TGS-5. The Specialized Concept stores are Echelon Cyclery in 
Takapuna, Auckland; Redbike in Mount Manganui; iRide in Wellington; Cyclezone in Rotorua; 
Cycleworld in Dunedin; and Mt Eden Cycle in Auckland.
26

Smith at [17] and exhibit TGS-1, which shows a number of advertisements placed by Specialized 
New Zealand in leading cycling magazines in New Zealand and featuring the SPECIALIZED trade 
arks (including the combined mark and the S logo mark).
27

Smith at [15]. Herdrich at [8] sets out the total annual wholesale value of sales of goods sold 
under the SPECIALIZED trade mark in New Zealand for each year in the period 1999 to 2003, 
which were substantial. Herdrich at [9] specifies the total value of marketing expenditure in New 
Zealand under the SPECIALIZED trade mark for the same period, which was significant.
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Zealand28, which helps to widen the awareness of persons in the 

relevant market who may not participate in cycling. Since at least 

2004, an individual or team has been sponsored by the opponent 

in the Tour de France.29 In 2010, the first and second place 

finishers, namely Alberto Contador and Andy Schleck were 

sponsored by the opponent.

Overall comparison test

24. I must apply the following test for comparing trade marks, which was 

considered in New Zealand Breweries Ltd v Heineken’s Bier Browerij 

Maatschappij NV [1964] NZLR 115 at 139:

1. You must take the two words and judge of them both by their look and by 
their sound;

2. You must consider the goods to which they are to be applied and the 
nature and kind of customer who is likely to buy these goods; and

3. You must consider all the surrounding circumstances and what is likely to 
happen if each of the marks is used in a normal way as a trade mark for
the goods of the respective owners of the marks: In re Pianotist Co.’s 
Application (1906) 23 R.P.C. 774,777.

25. In comparing the relevant trade marks, the focus is on the whole of each 

mark, not a side by side comparison, and allowance must be made for 

imperfect recollection – De Cordova and Others v Vick Chemical Coy 

(1951) 63 RPC 103 at 106:

The likelihood of confusion or deception in such cases is not disproved by placing 
the two marks side by side and demonstrating how small is the chance of error in 
any customer who places his order for goods with both the marks clearly before 
him, for orders are not placed, or are often not placed, under such conditions. It is 
more useful to observe that in most persons the eye is not an accurate recorder of 
visual detail, and that marks are remembered rather by general impressions or by 
some significant detail than by any photographic recollection of the whole. [my 
emphasis]

                                                
28

Smith at [18] – [22] and exhibits TGS-2 and TGS-3. Examples are The Taupo Half Ironman, The 
Kids Bike Jams, and The Dual in Auckland, but these are only a small sample of all the cycling and 
athletic events sponsored by the opponent over many years.
29

Arca at [69].
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Global assessment of the marks

The look, sound, and idea(s) of the marks

26. The opponent has established that, at each applicable relevant date, its 

core marks were well known in the relevant market. However, for the 

purposes of this assessment, I will compare the S logo mark on 

an actual use30 basis with each of the opposed marks, which are

considered on a notional fair use basis. If I find that the S logo mark is 

dissimilar to each opposed mark, then I consider it must follow that the 

rest of the opponent’s core marks will also be dissimilar to each opposed 

mark.

27. I note that each opposed mark and the S logo mark are device marks, 

which means that they must appear in the format shown; but they may 

appear in any colour or medium, and may be of any size.

28. On the New Zealand trade mark register, which is an example of notional 

fair use, I note that each opposed mark appears against a black 

background, the S device is red, and the words appear in white letters. 

29. In actual use, I note that the S logo mark frequently appears in red or 

white, and there is also frequent use of the colours white and black. I also 

note that the S logo mark may be shown as a separate trade mark, but it 

may appear in close proximity to other trade marks31 of the opponent.

                                                
30

For this ground of opposition, the actual use of the opponent’s mark(s) must be considered –
Anheuser Busch Inc. v Budweiser Budvar National Corporation [2003] 1 NZLR 472 at [30] (which, 
among other matters, compared the operation of the corresponding ground under section 16 of the 
Trade Marks Act 1953 with section 17(1) of that Act, which corresponds with section 25(1)(b) of the 
Act):

The test of likely deception or confusion under s17(1) is applied to any fair use of 
each mark in relation to any of the goods covered by the registration. Under ss 16 
and 17(2) the comparison is between the actual use of the AB mark (which is 
encompassed by the notional fair use) and any fair use of the BB marks.

31
Smith at exhibit TGS-4, which shows pictures of the opponent’s products taken at the concept 

store: Mount Eden Cycle, Auckland. The deponent confirms that, even though the pictures were 
taken recently, the opponent’s products have been displayed in a similar fashion in New Zealand 
stores for many years – Smith at [23].
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30. I consider that the S logo mark is towards the fancy32 end of the 

continuum.

31. My impression33 of the totality of each opposed mark and the S logo mark, 

having regard to the essential features34 of those marks and, in particular, 

their similarities35 is that each opposed mark and the S logo mark are 

similar because they have in common an almost identical, distinctive, and 

dominant, essential feature, which is a fancy “S” device. In the case of the 

S logo mark, it is the only feature of that mark. In the case of each 

opposed mark, the fancy “S” device, which appears to be almost identical 

to the S logo device, is emblazoned across the background of each mark, 

which I consider causes each opposed mark to be similar, as a whole, to 

the S logo mark. If each opposed mark were to use the colours in which 

they are shown on the New Zealand trade mark register, then I also 

consider that this would reinforce the already strong indication, which is 

imparted by the shared distinctive “S” device, that each opposed mark is 

part of a family of trade marks of which the S logo mark is the primary

mark. In addition, I consider that the words used in each opposed mark is 

unlikely to assist in setting the opposed marks apart from the S logo mark 

                                                
32

Higgins Coatings Pty Ltd v Higgins Group Holdings Ltd HC Wellington CIV-209-485-2594, 30
June 2010 at [15], which cited with approval the following passage from Equity Access Pty Ltd v 
Westpac Banking Corporation (1989) 16 IPR 431 (FCA) at 434 :

Just as the distinction between descriptive and fancy names is not a distinction of 
law so too it is wrong to see the distinction in black and white terms. The reality is 
that there is a continuum with at the extremes purely descriptive names at the one 
end, completely invented names at the other and in between, names that contain 
ordinary English words that are in some way or other at least partly descriptive. The 
further along the continuum towards the fancy name one goes, the easier it will be 
for a plaintiff to establish that the words used are descriptive of the plaintiff’s 
business. The closer along the continuum one moves towards a merely descriptive 
name the more a plaintiff will need to show that the name has obtained a 
secondary meaning, equating it with the products of the plaintiff (if the name admits 
of this – a purely descriptive name probably will not) and the easier it will be to see 
a small difference in names as adequate to avoid confusion.

33
Clark v Sharp (1898) 15 RPC 141 (Ch) at 146.

34
N V Sumatra Tobacco Trading Company v British American Tobacco (Brands) Incorporated 

(2010) 86 IPR 206 (CA) at [31]:
[31]   We do not accept that submission. As Mr Brown submits, when making a s 17 
comparison, while the focus is on the totality of the mark applied for, the court can 
properly look at a common or essential feature in both marks as being key. In 
Heineken, North P stated:

But while it is true that it is necessary to have regard to “the totality” of the 
proposed trade mark, yet often enough the real risk of confusion may lie in 
some common feature in the two labels which is liable to linger in the minds of 
persons requiring a particular kind of goods. Sometimes indeed it will be a 
word appearing in the labels which either looks or sounds the same.

35
Austin, Nichols & Co Inc v Stichting Lodestar (2005) 11 TCLR 265 (HC) at [13].
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because that mark is frequently used in close proximity to a number of the 

opponent’s other marks for example, as shown in Figure 1.

The opposed goods and the opponent’s goods and services

32. The opposed goods are “soft drinks; energy drinks; sports drinks; juices; 

mineral waters” in class 32. Essentially, the opposed goods are 

beverages.

33. SPECIALIZED is a leading cycle brand in New Zealand, and globally it is 

one of the most widely used brands in professional cycling.36 The Arca 

declaration sets out the opponent’s goods and services:

42. As a market leader internationally and within New Zealand, the 
SPECIALIZED Trade Marks are prominently featured in relation to all 
aspects of the cycling industry, including:

(a) The manufacture and retail of bicycles.

(b) The manufacture and retail of clothing, sport clothing, headwear 
including hats and helmets, gloves, footwear, bags, satchels, 
socks, vests, pants, tops, jackets, t-shirts, bottles and sports drink 
bottles, women’s apparel, men’s apparel, sunglasses, padded 
clothing, protective clothing, casual clothing, insoles etc.

(c) The manufacture and retail of parts and components for bicycles. 
For example seats, pedals, wheels, bar ends, bar coverings and 
wraps, handles, seat posts, chain-stays, guards, seat collars, rack 
sets, chain-rings, brake levers, stems, bottle holders, tyres, self 
sealing preparations for tyres, brake pads, suspension and shock 
absorbers, air springs, bike frames etc.

(d) The manufacture and retail of tools, particularly the tools required 
for the repair and maintenance of bikes (but which may often be 
used more broadly). For example, air pumps, headsets, crank 
tool kits, multi-tools etc.

(e) The manufacture and retails of portable computers (such as cycle 
computers);

(f) The promotion of sporting competitions and associated events, 
particularly those featuring cycling, team sports, races, riders, and 
even those involved in motorsport and extreme sports.

(g) Financial sponsorship of sporting competitions and associated 
events, particularly those featuring cycling, team sports, races, 
riders, and even those involved in motorsport and extreme sports. 
[emphasis added]

34. The opponent has been involved with the manufacture and retail of water 

                                                
36

Smith at [15].
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bottles for around 30 years.37

35. In 2011, the opponent’s PURIST water bottle was in the “Top 10” Gear of 

the Year according to GearJunkie.com.38 It is unclear whether the S logo 

mark was used on or in relation to that water bottle before each applicable 

relevant date. However, in the following extracts from Specialized 200439, 

it is clear that, before each applicable relevant date, the S logo mark was 

used on the opponent’s sports water bottles:

Figure 1

Figure 2

36. The Smith declaration also confirms that the S logo mark was used in 

relation to the opponent’s water bottles. The Smith declaration states:

32. Attached and marked Exhibit TGS-9 is a picture of a bottle bearing the 
combined mark from Cycle World, a store in Dunedin. While this picture 
was taken recently, I can assert that most of the 76 stores selling 
Specialized products in New Zealand offer for sale, Specialized branded 

                                                
37

Arca at [50].
38

Arca at [51] and exhibit KMA-13.
39

Arca at exhibit KMA-10.



Page 17 of 77

TM Nos 845492, 848529, 848530

water bottles featuring the S Logo Mark, and have done so for many 
years.

37. In addition to sports water bottles of the kind shown in Figure 2, the 

opponent also custom designs water bottles for third parties. The Jones 

declaration states:

12. The Specialized S Logo mark is embossed at the bottom of every custom 
designed water bottle.

13. From July 2009 to June 2010, Specialized designed and distributed nearly 
2 million custom designed water bottles for thousands of different third 
parties, including the following well-known hydration companies: 
Gatorade, Powerade, Vitamin Water, Cytomax, Nuun, Hammer Gel, Gu, 
Accelerade, Amino Vital and Power Bar. …

38. The opponent is also involved in co-branding with sports and energy 

drinks.40 The Smith declaration states:

29. … Specialized NZ sponsors the Monster Energy mountain biking team. 
Monster Energy is an energy drink brand. Monster Drinks are commonly 
available at mountain biking events in New Zealand together with 
Specialized products and associated with teams/riders wearing the S 
Logo. Redbull is another brand that sponsors DownHill cyclists and some 
cycling events. It is fair to say that the S Logo is often present in the 
context of energy drink marketing and mountain biking/cycling.

30. Attached and marked Exhibit TGS-8 are pictures of the Monster Energy 
mountain bike team bearing the S Logo Mark by itself.

39. Below is one of the pictures attached at exhibit TGS-8 of the Smith 

declaration:

Figure 3

                                                
40

Arca at [53].
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40. In comparing the opposed goods (on a notional fair use basis) and the 

opponent’s goods and services (on an actual use basis), I have 

considered the following list of factors set out in British Sugar Plc v James 

Robertson & Sons Ltd41 bearing in mind that this list of factors is for 

“general guidance”42 and that “no single consideration is conclusive in 

itself”43:

…I think the following factors must be relevant in considering whether there is or is 
not similarity:

(a) The respective uses of the respective goods or services;
(b) The respective users of the respective goods or services;
(c) The physical nature of the goods or acts of service;
(d) The respective trade channels through which the goods or services reach 

the market;
(e) In the case of self-serve consumer items, where in practice they are 

respectively found or likely to be found in supermarkets and in particular 
whether they are, or are likely to be, found on the same or different 
shelves;

(f) The extent to which the respective goods or services are competitive. This 
inquiry may take into account how those in trade classify goods, for 
instance whether market research companies, who of course act for 
industry, put the goods or services in the same or different sectors.

This is rather an elaboration on the old judicial test for goods of the same 
description. [17 See per Romer J. in Jellinek’s Application (1946) 63 R.P.C. 59 at p. 
70, approved by the House of Lords in DAIQUIRI RUM Trade Mark [1969] R.P.C. 
600 at page 620.] It seeks to take account of present day marketing methods. I do 
not see any reason in principle why, in some cases, goods should not be similar to 
services (a service of repair might well be similar to the goods repaired, for 
instance).

41. I find that, taking all of the British Sugar criteria together, none of the 

goods/services covered by the opponent’s S logo mark is similar to the 

opposed goods. In the main, the opponent’s goods and services are 

cycling orientated, and they have different uses, a different physical 

nature and trade channels, and, to a certain extent, different users to the 

opposed goods.

42. I consider that it is unlikely that the opponent’s empty sports bottles would 

be perceived as being related because they are purchased for the 

function of being a sports bottle, which is a cycling accessory that fits 

within a cage on a bicycle, and it is likely that they will be purchased 

through a cycling shop, not in a supermarket. 

                                                
41

[1996] RPC 281 at 296-297.
42

British Sugar Plc v James Robertson & Sons Ltd [1996] RPC 281 at 297; N V Sumatra Tobacco 
Trading Company v New Zealand Milk Brands Limited [2011] NZCA 264 at [38]. 
43

N V Sumatra Tobacco Trading Company v New Zealand Milk Brands Limited [2011] NZCA 264 
at [40]; Application by John Crowther & Sons (Milnsbridge) Ltd (1948) 65 RPC 369 at 372.
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43. I consider that there is a relationship between the opposed goods, which

are beverages, and the opponent’s empty bottles for beverages because 

beverages will be contained within a bottle of the kind produced by the 

opponent. However, I consider that the opposed goods are dissimilar to 

their containers because they have different uses (bottles contain 

beverages, beverages quench thirst), are different in physical nature, and 

are likely to be available through different outlets. I also consider that the 

purchasers of mass produced empty bottles for beverages such as 

Powerade will be different because they will be manufacturers44 of 

beverages which will purchase the opponent’s bottles at wholesale, not 

the general purchasing public purchasing bottles of energy drink, etc at 

retail.

44. I also consider that the opponent’s sponsorship of the MONSTER 

ENERGY mountain bike team may be seen as being related to the 

opposed goods, which include “energy drinks”.

Is use of each opposed mark likely to deceive or confuse?

45. I find that, if the applicant were to use each opposed mark, a substantial 

number of persons in the relevant market will be caused to wonder (at the 

lowest end of the confusion spectrum) if the opposed goods come from 

the opponent. My reasons are set out below.

45.1 At each of the applicable relevant dates, the S logo mark was well 

known in the relevant market.

45.2 The S logo mark is distinctive.

45.3 An “S” device that is almost identical to the S logo mark is a

dominant essential feature of each opposed mark, which causes 

the whole of each opposed mark to be similar to the S logo mark.

                                                
44

Jones at [13], which is set out at [37].



Page 20 of 77

TM Nos 845492, 848529, 848530

45.4 In actual use, the S logo mark appears in similar colours to those 

used by each opposed mark on the New Zealand trade mark 

register. If each opposed mark actually uses this colour scheme, 

the opposed marks may appear to be part of the opponent’s family 

of marks of which the S logo mark is the primary mark.

45.5 The opponent’s evidence shows that the S logo mark may be used 

in close proximity to other trade marks of the opponent (see Figure 

1), which means that the words used in each opposed mark are 

unlikely to be of any great assistance in setting the opposed marks 

apart from the opponent.

45.6 The opponent’s goods and services are dissimilar to the opposed 

goods; but some of the goods (such as the opponent’s empty drink 

bottles) and services (such as the sponsorship activities in 

connection with MONSTER ENERGY mountain bike team) are 

related.

Finding

46. Accordingly, I find that the opponent succeeds on ground 1.

Grounds 2 to 4: section 17(1)(b) of the Act

47. Under section 17(1)(b) of the Act, “the Commissioner must not... register 

a trade mark or part of a trade mark if...its use is contrary to New Zealand 

law or would otherwise be disentitled to protection in any court.”

48. In its notice of opposition, the opponent alleges that the registration of 

each opposed mark would be contrary to law because: (1) use of each 

opposed mark will infringe the opponent’s copyright rights pursuant to 

section 29 of the Copyright Act 1994; (2) use of each opposed mark will 

breach a worldwide injunction against the applicant; and (3) the applicant 

is not the owner of each opposed mark.
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Ground 2: infringement of copyright

49. To succeed on this ground, the opponent must establish45 the following 

four elements:

49.1 there is a work in which copyright can subsist;

49.2 copyright does subsist in the work;

49.3 the opponent owns the copyright in the work; and

49.4 copyright in the work has been infringed by the applicant.

50. It appears that the first element is met because the work on which the 

opponent relies for this ground is the S logo mark , which is a 

work in which copyright can subsist. However, no evidence appears to 

have been adduced by the opponent regarding the rest of the elements, 

including for example, the authorship of the work and the ownership of the 

work.

Finding for ground 2

51. Accordingly, I find that the opponent does not succeed on ground 2.

Ground 3: breach of injunction

52. The notice of opposition at [30] alleges that registration and use of the 

opposed marks will infringe a worldwide injunction against the applicant 

and/or parties with whom the applicant is related/connected in the course 

of business. The notice of opposition sets out the particulars as follows:

                                                
45

P S Johnson & Associates Ltd v Bucko Enterprises Ltd [1975] 1 NZLR 311 at 315.
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Particulars:

30.1 In Team Gordon, Inc and Speed Energy Drink, LLC v Specialized Bicycle 
Components, Inc No. SACV 10-1379-AG (RNBx) (C.D. Cal Dec. 20 2010), 
the US District Court for the Central District of California (Southern 
Division) granted a worldwide permanent injunction in favour of the 
Opponent against Team Gordon, Inc and Speed Energy, LLC for their use 
of the following mark, which is an essential part of the Applicant’s Trade 
Marks and which is identical or similar to the Opponent’s Logo, in relation 
to Team Gordon, Inc’s and Speed Energy, LLC’s goods and services:

53. However, the opponent appears to have adduced no evidence of this 

worldwide permanent injunction.

Finding for ground 3

54. Accordingly, I find that the opponent does not succeed on ground 3.

Ground 4: ownership of each opposed mark

Section 32 of the Act

55. Under section 32(1) of the Act, a “person claiming to be the owner of a 

trade mark” may apply for the registration of a trade mark.

56. By applying for registration of each opposed mark, the applicant was

effectively claiming that, at the relevant date, it was the owner in New 

Zealand of that particular trade mark for the opposed goods by virtue of 

paragraph (d) of the definition of owner46 in section 5(1) of the Act.

                                                
46

Owner is defined in section 5(1) of the Act as follows:
owner,—
(a) in relation to a registered trade mark that is not a certification trade mark 

or a collective trade mark, means the person in whose name the trade 
mark is registered; and

(b) in relation to a collective trade mark that is registered, means the 
collective association in whose name the trade mark is registered; and

(c) in relation to a certification trade mark that is registered, means the person 
who certifies the goods or services to which the certification trade mark 
relates; and

(d) in relation to a an unregistered trade mark, means the person who owns 
all of the rights in the mark
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57. The requirements47 for a legitimate claim to ownership under section 32 of 

the Act are that:

(1) There is no prior use or prior assertion of [ownership].

(2) The applicant is using or has sufficiently definite intention to use [each]
mark.

(3) There is no fraud or breach of duty involved.

58. It appears that requirements 1 to 3 are in issue.

59. The applicant’s position appears to be that:

7. The application for registration was filed in good faith in the name of the 
trade mark owner.

48

Requirement 1: there is no prior use or prior assertion of [ownership]

60. In its written submissions at [130] to [136], the opponent appears to have 

narrowed requirement 1 to prior assertion of [ownership] on the basis of 

the following New Zealand trade mark registrations:

NZ trade 
mark 
registration 
no.

Mark Deemed date of 
registration

Goods/services covered by mark

794013 7 August 2008 Class 9:
protective clothing, footwear and 
headgear, cycling helmets; spectacles 
and sunglasses; lenses for spectacles 
and sunglasses; cases and holders for 
spectacles and sunglasses; spectacle 
frames; frames for sunglasses; computing 
devices for bicyclists to measure time, 
distance and velocity

Class 12:
bicycles; parts and fittings for bicycles 
including tyres and inner tubes for tyres, 
brakes and brake pads, chains and chain 
rings, frames, handle bars and grips for 
handle bars, hubs, pumps, rims, saddles, 
spokes, stems, seat posts, stands

Class 18:
sporting hand bags, sporting duffel bags, 

                                                
47

Aqua Technics Pool and Spa Centre New Zealand Limited v Aqua-Tech Limited [2007] NZCA 90 
at [14] to [18], which followed Newnham v Table for Six (1996) Ltd (1998) 44 IPR 269 at 278 (HC) 
citing Brown and Grant, The Law of Intellectual Property in New Zealand (1989).
48

Counter-statement at [7], which is a ground relied on in support of [each] application for 
registration.
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NZ trade 
mark 
registration 
no.

Mark Deemed date of 
registration

Goods/services covered by mark

all-purpose sports bags, travel bags, 
backpacks, waist bags

Class 25:
clothing, footwear, headgear; cycling 
shoes, shoe covers, cycling gloves, 
cycling jerseys, cycling shorts, socks and 
jackets

Class 35:
retail and wholesale of bicycles, parts and 
fittings for bicycles, clothing, footwear and 
headgear, protective sporting equipment, 
cycling and sporting equipment, sports 
bags

833696 23 November 
2010

Class 8:
Tools, including hand tools for repair and 
maintenance of bicycles.

Class 9:
Protective clothing, footwear and 
headgear for wear by bicyclists for 
protection against accident or injury.

Class 21:
Bottles sold empty; water bottles sold 
empty; sport bottles sold empty.

Class 25:
Clothing, including shirts, t-shirts, tops, 
base layers, jackets, jerseys, shorts, 
padded shorts, pants, sweat pants, 
tights, vests, socks, arm warmers, knee 
warmers; headwear; footwear.

Class 36:
Financial sponsorship of cycling teams, 
riders, races and events; financial 
sponsorship of motorsport racing teams, 
riders and drivers.

838264 8 March 2011 Class 35:
Promoting sports competitions and events 
of others, namely, promoting cycling 
teams, riders, races and events; promoting 
sports competitions and events of others, 
promoting motorsport racing teams, riders, 
and drivers.

Class 36:
Financial sponsorship of cycling teams, 
riders, races, and events; financial 
sponsorship of motorsport racing teams, 
riders, and drivers.
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61. In order for the opponent to succeed here, each opposed mark must be 

substantially identical49 to the S logo mark, and the goods/services 

covered by the opponent’s marks and each opposed mark must be “the 

same kind of thing”50.

62. The test for determining whether marks are substantially identical is set 

out in The Shell Company of Australia Limited v Esso Standard Oil 

(Australia) Limited (1963) 109 CLR 407 at 414:

In considering whether marks are substantially identical they should, I think, be 
compared side by side, their similarities and differences noted and the importance 
of these assessed having regard to the essential features of the registered mark 
and the total impression of resemblance or dissimilarity that emerges from the 
comparison. “The identification of an essential feature depends”, it has been said, 
“partly on the Court’s own judgment and partly on the burden of the evidence that is 
placed before it”: de Cordova v. Vick Chemical Co. (1). Whether there is substantial 
identity is a question of fact: see Fraser Henleins Pty Ltd v. Cody (2), per Latham 
C.J. (3), and Ex parte O’Sullivan; Re Craig (4), per Jordan C.J. (5), where the 
meaning of the expression was considered. Judging by the eye alone, as I think is 
proper for the determination of substantial identity, my opinion is that in each film 
there are one or more moments when the personified figure of the oil-drop appears 
in a form that is substantially identical with the registered mark. If the films were 
arrested at these moments and the image displayed in still form, I consider that use 
of a substantially identical mark would be established. But that is not what 
happens. The figure does not stand still. It does not hold its pose or expression for 
long enough, nor is it sufficiently isolated from its surroundings for long enough to 
establish infringement by the use of a substantially identical mark. That is my 
conclusion. But these fleeting glimpses of substantial identity are, I think, significant 
when one comes to consider deceptive similarity. To that I now turn. [my emphasis]

63. The marks for comparison are set out side by side in the following table:

Opponent’s mark Opposed mark

(opposed mark 1)

                                                
49

Carnival Cruise Lines Inc v Sitmar Cruises Ltd 31 IPR 375 at 391.
50

Re: Hicks’ trade mark (1897) 22 VLR 636 at 640; Bombala v Wiltshire 69 IPR 315; Colorado v 
Strand Bags Group Pty Ltd [2007] FCAFC 184; Americana International Limited v Suyen 
Corporation [2009] ATMO 86; Dinning v New Balance Athletic Shoe, Inc. (1992) AIPC 90-931.
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Opponent’s mark Opposed mark

(opposed 
mark 2)

(opposed 
mark 3)

64. Applying the test set out at [62], I consider that each opposed mark is not 

substantially identical to the S logo mark.

65. At [41], I have already found that the goods and services set out at [32], 

which are effectively the same kinds of goods and services covered by 

the opponent’s registered S logo marks are not similar to any of the 

opposed goods. Therefore, I consider that it follows that the goods and 

services covered by each of the opponent’s registered S logo marks are 

not the same kind of thing as the opposed goods. 

66. Accordingly, I find that the applicant meets requirement 1.

Requirement 2: the applicant is using or has a sufficiently definite intention to use 

each opposed mark

67. The evidence does not establish that the applicant has used each 

opposed mark as a trade mark in New Zealand in relation to the opposed 

goods, whether before or after the relevant date. Therefore, the issue is 

whether, at each applicable relevant date, the applicant had a sufficiently 
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definite intention to use each opposed mark as a trade mark in relation to 

the opposed goods.

68. It appears to be settled law that the fact of application is prima facie 

evidence of intention to use51, which means that there is no need for an 

inquiry into an applicant’s intention in every case.

69. The issue is whether there is anything in the evidence that rebuts this 

presumption?

70. In this case, I consider that there is no such evidence, which means that 

the applicant meets requirement 2.

Requirement 3: there is no fraud or breach of duty involved

71. I consider that there is no evidential basis for finding that there has been 

any fraud or breach of duty involved in the applicant’s implied claim to 

ownership of each opposed mark, which means that the applicant meets 

requirement 3.

Finding for ground 4

72. Accordingly, I find that the opponent does not succeed on ground 4.

Ground 5: section 17(2) of the Act

73. Under section 17(2) of the Act, the “Commissioner must not register a 

trade mark if the application is made in bad faith.”

74. I consider that an allegation of bad faith should not be upheld unless it is 

distinctly proved and this will rarely be possible by a process of 

inference.52 However, I consider that it is quite proper to draw inferences, 

as long as these are not simply the result of conjecture or guess work.53

                                                
51

Effem Foods Limited v Cadbury Limited HC Wellington CIV 2005-485-1487, 21 March 2007 at 
[34] and Lacoste v Crocodile International Pte Limited HC Wellington CIV 2009-485-2536, 1 March 
2011 at [45].
52

Royal Enfield Trade Marks [2002] RPC 24 508 at 516.
53 Target Fixings Ltd v Brutt & Others, UK Trade Mark Decision, BL No 0-372-06, 20 December 
2006, Richard Arnold QC Appointed Person at [28]-[30].



Page 28 of 77

TM Nos 845492, 848529, 848530

75. I note that bad faith is not confined to dishonesty and may be 

demonstrated by evidence of conduct falling short of reasonable 

standards of commercial behaviour.54

76. In determining whether there has been an appropriate standard of 

commercial behaviour, I must apply the “combined” test in Harrison’s 

Trade Mark Application55, which was considered by the High Court in 

Herbert Neumann v Sons of the Desert, S.L.56 to be appropriate:

...the Commissioner (or Court) must decide whether the knowledge of the applicant 
(a subjective element) was such that its decision to apply for registration would be 
regarded as being in bad faith by persons adopting proper standards (an objective 
element)...

77. As pleaded, it appears that this ground rests on: (1) ownership; and (2)

awareness of the opponent’s S logo mark.57

78. However, in its written submissions at [106], it appears that the opponent 

relies on breach of injunction, which does not appear to have been 

pleaded. In any case, no evidence appears to have been adduced 

concerning this allegation.

79. I have already found that the opponent has not succeeded on ground 4, 

which means that ownership cannot form a basis for this ground.

80. For the reasons set out at [23], I have found that, at each applicable 

relevant date, the opponent has established that the opponent’s S logo 

mark was well known in the relevant market, which is in New Zealand. 

However, no evidence has been adduced concerning the applicant’s 

awareness (if any) of the opponent’s S logo mark. I also consider that it 

would not be appropriate for me to infer that the applicant was aware of 

the opponent’s S logo mark at each applicable relevant date on the basis 

                                                
54

Herbert Neumann v Sons of the Desert, S.L. HC Auckland CIV 2007-485-212, 5 November 2007 
at [32], which applied Valley Girl Co Limited v Hanama Collection Pty Limited & Another (2005) 66 
IPR 214 at 224, which considered Wham-O Mfg Co v Lincoln Industries [1984] 1 NZLR 641 at 681-
684 (a copyright case where the Court of Appeal also discussed the requirements for registration of 
a trade mark); and Gromax Plastaculture Limited v Don & Low Nonwovens Limited [1999] RPC 367 
at 369 (a case involving a joint enterprise to market a plastic crop cover).
55

[2005] FSR 177.
56

HC Auckland CIV 2007-485-212, 5 November 2007 at [33].
57

Notice of opposition at [31].
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of my finding of awareness in the relevant market in New Zealand if, in 

fact, the applicant and its principal shareholder are based in Buenos 

Aires, Argentina as alleged by the opponent in its notice of opposition at 

[22] to [24].

81. In any case, I note that there is no prohibition on a trader registering a 

foreign mark for use in New Zealand, in the absence of fraud, and if there 

has been no prior use of the mark in New Zealand for the same kind of 

goods – Valley Girl v Hanama Collection 66 IPR 214 at [57], which 

referred to Seven Up Co Ltd v OT Ltd (1947) 75 CLR 203 at 211):

In my opinion the effect of these cases is that in the absence of fraud it is not 
unlawful for a trader to become the registered proprietor under the Trade Marks Act 
of a mark which has been used, however extensively, by another trader as a mark 
for similar goods in a foreign country, provided the foreign mark has not been used 
at all in Australia at the date of the application for registration. But the position is 
different if at that date the mark has become identified with the goods of the foreign 
trader in Australia because those goods have been brought into Australia by the 
foreign trader himself or by some importer or in some other manner. The Court 
frowns upon any attempt by one trader to appropriate the mark of another trader 
although that trader is a foreign trader and the mark has only been used by him in a 
foreign country. It therefore seizes upon a very small amount of use of the foreign 
mark in Australia to hold that it has become identified with and distinctive of the 
goods of the foreign trader in Australia. It is not then a mark which another trader is 
entitled to apply to register under the Trade Marks Act because it is not his property 
but the property of the foreign trader. The registrar is entitled to refuse to register 
the mark for such goods.

Finding

82. Accordingly, I find that the opponent does not succeed on ground 5 

because I am not satisfied that the application for registration of each

opposed mark was conduct that fell short of reasonable standards of 

commercial behaviour. 

Ground 6: section 25(1)(b) of the Act

83. Under section 25(1)(b) of the Act, the “Commissioner must not register a 

trade mark (trade mark A) in respect of any goods or services if….it is 

similar to a trade mark (trade mark C) that belongs to a different owner 

and that is registered, or has priority under section 34 or section 36, in 

respect of the same goods or services or goods or services that are 

similar to those goods or services, and its use is likely to deceive or 

confuse.”
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84. For this ground, the opponent relies on the New Zealand trade mark 

registrations set out in the attached Schedule 2 (opponent’s registered 

marks).58 The opponent relies in particular, but without limitation, on New 

Zealand trade mark registration nos 749013, 833696, and 838264 for the 

S logo mark: . I note that all of the opponent’s registered marks

fall within the scope of the inquiry for this ground because, at the relevant 

date: (1) they were either registered or had an earlier priority date than 

each of the opposed marks; and (2) are currently registered.

85. There are three interrelated elements to this kind of inquiry59, which are 

usually considered and answered separately in the course of making an 

overall global assessment60. The order of inquiry61 is:

85.1 are the opposed goods similar to any of the goods or services

covered by any of the opponent’s registered marks?

85.2 if so, is each opposed mark similar to any of the opponent’s 

registered marks for the same or similar goods or services

identified in the first inquiry?

                                                
58

Notice of opposition at [32], [12], [13], and Schedule A.
59

The context of this kind of inquiry is broad because it requires the fair and notional use of the 
trade marks on any of the opposed goods or the goods or services covered by the opponent’s 
registered marks to be considered – Anheuser Busch Inc. v Budweiser Budvar National Corporation 
[2003] 1 NZLR 472 at [30] (which related to consideration of the corresponding ground under 
section 17(1) of the Trade Marks Act 1953):

On his comparison of the trade marks themselves Doogue J correctly recognised 
that he was required to consider not the actual use of the BB marks but a notional 
use. The test of likely deception or confusion under s 17(1) is applied to any fair 
use of each mark in relation to any of the goods covered by the registration.

60
N V Sumatra Tobacco Trading Company v British American Tobacco (Brands) Incorporated

[2010] NZCA 24, (2010) 86 IPR 206 (CA) at [18].
61

N V Sumatra Tobacco Trading Company v New Zealand Milk Brands Limited [2011] NZCA 264 
at [32], which related to the order of inquiry under section 25(1)(b) of the Act.
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85.3 if so, is use of each opposed mark likely to deceive or confuse62?

Are the opposed goods similar to the goods covered by the opponent’s 

registered marks?

86. The opposed goods covered by each opposed mark are “soft drinks; 

energy drinks; sports drinks; juices; mineral waters”.

87. Trade mark registration nos 668584 EPIC, 668586 SPECIALIZED, and 

668589 cover the following goods:

Class 12:
vehicles for land use; cycles, tricycles and motorcycles; parts and fittings for all the 
aforesaid, in this class

88. Trade mark registration nos 668585 SPECIALIZED and 668588 

cover the following goods:

Class 9:
protective clothing; protective devices for personal use against accidents; protective 
gloves, guards, pads and helmets; cycle and motorcycle helmets, in this class

89. Trade mark registration nos 668587 SPECIALIZED and 668590 

cover the following goods:

Class 25:
clothing, footwear and headgear; cyclists' clothing and cycle shoes, in this class

                                                
62

Intellectual Reserve Inc. v Robert Sintes HC Auckland CIV 2007-404-2610, 13 December 2007 at 
[15]:

[15] While the outcome of the third issue is likely to be largely informed by the 
resolution of the first two, it remains a separate issue, but it need only be 
determined if the answer to [the first and second issue] is yes.



Page 32 of 77

TM Nos 845492, 848529, 848530

90. Trade mark registration no. 782813 ALLEZ covers the following goods:

Class 12:
vehicles for use on land; bicycles; parts and accessories for bicycles

91. Trade mark registration nos 793980 ARMADILLO, 793991 BIG HIT, 

793993 CROSSTRAIL, 793995 DEMO, 793996 DOLCE, 793997 

ENDURO, 793998 ERA, 793999 FSR, 794000 FUSE, 794001 GLOBE, 

794003 HARDROCK, 794007 MYKA, 794008 PITCH, 794009 

ROCKHOPPER, 794010 ROUBAIX, 794011 ROVAL, 794012 RUBY, 

794015 SAFIRE, 794016 SEQUOIA, 794017 SIRRUS, 794019 

STUMPJUMPER, 794021 TARMAC, 794022 TRICROSS, and 794023 

VITA cover the following goods:

Class 12:
bicycles; parts and fittings for bicycles including tyres and inner tubes for tyres, 
brakes and brake pads, chains and chain rings, frames, handle bars and grips for 
handle bars, hubs, pumps, rims, saddles, spokes, stems, seat posts, stands

92. Trade mark registration nos 793990 and 793992 BODY 

GEOMETRY cover the following goods:

Class 12:
bicycles; parts and fittings for bicycles including tyres and inner tubes for tyres, 
brakes and brake pads, chains and chain rings, frames, handle bars and grips for 
handle bars, hubs, pumps, rims, saddles, spokes, stems, seat posts, stands

Class 25:
clothing, footwear, headgear; cycling shoes, shoe covers, cycling gloves, bags, 
cycling jerseys, cycling shorts, socks and jackets

Class 28:
sporting equipment including cycling gloves

93. Trade mark registration no. 794013 covers the following goods 

and services:

Class 9:
protective clothing, footwear and headgear, cycling helmets; spectacles and 
sunglasses; lenses for spectacles and sunglasses; cases and holders for 
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spectacles and sunglasses; spectacle frames; frames for sunglasses; computing 
devices for bicyclists to measure time, distance and velocity

Class 12:
bicycles; parts and fittings for bicycles including tyres and inner tubes for tyres, 
brakes and brake pads, chains and chain rings, frames, handle bars and grips for 
handle bars, hubs, pumps, rims, saddles, spokes, stems, seat posts, stands

Class 18:
sporting hand bags, sporting duffel bags, all-purpose sports bags, travel bags, 
backpacks, waist bags

Class 25:
clothing, footwear, headgear; cycling shoes, shoe covers, cycling gloves, cycling 
jerseys, cycling shorts, socks and jackets

Class 35:
retail and wholesale of bicycles, parts and fittings for bicycles, clothing, footwear 
and headgear, protective sporting equipment, cycling and sporting equipment, 
sports bags

94. Trade mark registration nos 794014 and 794020 S-WORKS

cover the following goods:

Class 12:
bicycles; parts and fittings for bicycles including tyres and inner tubes for tyres, 
brakes and brake pads, chains and chain rings, frames, handle bars and grips for 
handle bars, hubs, pumps, rims, saddles, spokes, stems, seat posts, stands

Class 25:
clothing, footwear, headgear; cycling shoes, shoe covers, cycling gloves, cycling 
jerseys, cycling shorts, socks and jackets

95. Trade mark registration no. 794018 SPECIALIZED covers the following 

services:

Class 35:
Retail and wholesale of bicycles, parts and fittings for bicycles, clothing, footwear 
and headgear, protective sporting equipment namely protective clothing, protective 
devices for personal use against accidents, protective gloves, guards, pads and 
helmets, cycle and motorcycle helmets.

96. Trade mark registration no. 812784 ARIEL covers the following goods:

Class 12:
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bicycles; parts and fittings for bicycles including tires and inner tubes for tires, 
brakes and brake pads, chains and chain rings, frames, handle bars and grips for 
handle bars, hubs, pumps, rims, saddles, spokes, stems, and seat posts

97. Trade mark registration nos 822062 VENGE, 822063 CAMBER, 837134 

AMIRA, and 837135 SECTEUR cover the following goods:

Class 12:
bicycles and bicycle frames

98. Trade mark registration no. 826206 PURIST covers the following goods:

Class 21:
Sports bottles sold empty.

99. Trade mark registration no. 833696 covers the following goods 

and services:

Class 8:
Tools, including hand tools for repair and maintenance of bicycles.

Class 9:
Protective clothing, footwear and headgear for wear by bicyclists for protection 
against accident or injury.

Class 21:
Bottles sold empty; water bottles sold empty; sport bottles sold empty.

Class 25:
Clothing, including shirts, t-shirts, tops, base layers, jackets, jerseys, shorts, 
padded shorts, pants, sweat pants, tights, vests, socks, arm warmers, knee 
warmers; headwear; footwear.

Class 36:
Financial sponsorship of cycling teams, riders, races and events; financial 
sponsorship of motorsport racing teams, riders and drivers.

100. Trade mark registration no. 838264 covers the following 

services:
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Class 35:
Promoting sports competitions and events of others, namely, promoting cycling 
teams, riders, races and events; promoting sports competitions and events of 
others, promoting motorsport racing teams, riders, and drivers.

Class 36:
Financial sponsorship of cycling teams, riders, races, and events; financial 
sponsorship of motorsport racing teams, riders, and drivers.

101. Trade mark registration no. 838265 SPECIALIZED covers the following 

goods and services:

Class 8:
Tools, namely hand tools for repair and maintenance of bicycles.

Class 18:
Bags, namely messenger bags, sport bags, back packs, duffel bags, travel bags.

Class 21:
Bottles sold empty; water bottles sold empty; sport bottles sold empty.

Class 25:
T-shirts, tops, socks, jackets, base layers, jerseys, shorts, padded shorts, pants, 
sweat pants, tights, vests, arm warmers, knee warmers, headwear, shoe covers; 
gloves, namely cycling gloves and outdoor gloves.

Class 35:
Promoting sports competitions and events of others, namely, promoting cycling 
teams, riders, races and events; promoting sports competitions and events of 
others, promoting motorsport racing teams, riders, and drivers.

Class 36:
Financial sponsorship of cycling teams, riders, races, and events; financial 
sponsorship of motorsport racing teams, riders, and drivers.

102. Trade mark registration no. 838266 S-WORKS covers the following 

goods:

Class 9:
Protective clothing, footwear and headgear for wear by bicyclists for protection 
against accident or injury, cycling helmets.

103. Trade mark registration no. 849012 FUELSELAGE covers the following 

goods:

Class 12:
Parts, fittings and accessories for bicycles, including bicycle hydration systems 
being fittings for bicycles comprising a drink reservoir, a drinking tube and a mouth-
piece.
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104. In comparing the opposed goods (on a notional fair use basis) with the 

opponent’s goods and services (on a notional fair use basis), I find that, 

taking all of the British Sugar criteria together, none of the opposed goods 

is similar to any of the goods/services covered by the opponent’s 

registered marks.

Finding

105. Accordingly, I find that the opponent does not succeed on ground 6.

Ground 7: section 25(1)(c) of the Act

106. Under section 25(1)(c) of the Act, the “Commissioner must not register a 

trade mark (trade mark A) in respect of any goods or services if... it is, or 

an essential element of it is, identical or similar to, or a translation of, a 

trade mark that is well known in New Zealand (trade mark D), whether 

through advertising or otherwise, in respect of those goods or services or 

similar goods or services or any other goods or services if the use of trade 

mark A would be taken as indicating a connection in the course of trade 

between those other goods or services and the owner of trade mark D, 

and would be likely to prejudice the interests of the owner.”

The relevant principles

107. The following issues arise under section 25(1)(c) of the Act63:

107.1 Is each opposed mark, or an essential element of it, similar to the 

S logo mark64, which is well known65?

                                                
63

Intellectual Reserve Inc. v Robert Sintes HC Auckland CIV 2007-404-2610, 13 December 2007 at 
[40], which was followed in New Zealand Milk Brands Limited v NV Sumatra Tobacco Trading Co 
HC Wellington CIV-2007-485-2485, 28 November 2008 at [46].
64

Notice of opposition at [35.2].
65

The threshold for establishing that a mark is well known is similar to the level of reputation 
required for the law of passing off – Automobile Club De L’Ouest, ACO v South Pacific Tyres New 
Zealand Limited (2006) 70 IPR 639 at 646 and 665, which, on this point, followed McDonald’s 
Corporation v Joburgers Drive-Inn Restaurant (Pty) Ltd & Ors (1996) 36 IPR 11 at 23-24.
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107.2 Are the opposed goods and the goods/services covered by the S 

logo mark the same or similar? If not,

107.3 Would use of each opposed mark be taken as indicating a 

connection in the course of trade with the opponent?

107.4 If the answer to issue 2 or 3 is yes, would use of each opposed 

mark be likely to prejudice the interests of the opponent?

Is each opposed mark identical or similar to the S logo mark, which is well 

known?

108. For the reasons set out at [23], I have already found that, at each 

applicable relevant date, the S logo mark was well known. I have also 

found that each opposed mark and the S logo mark are similar. 

The opposed goods and the opponent’s goods and services are dissimilar; 

but a connection in trade with the opponent is indicated

109. I have found that the opposed goods and the opponent’s goods and 

services are not similar. However, I have found that the opponent’s empty 

bottles for beverages and the opponent’s sponsorship of the MONSTER 

ENERGY mountain bike team may be seen as being related to the 

opposed goods, which include “energy drinks” and other kinds of 

beverages.

Would use of each opposed mark be likely to prejudice the interests of the 

opponent?

110. I note that prejudice must be established by way of evidence, rather than 

by way of “an assertion by the owner of the existing trade mark that 

prejudice will ensue”.66

111. On the basis of the evidence before me, I have found that, if the applicant 

were to use each opposed mark, it is likely that a substantial number of 

                                                
66

Zespri Group Ltd v ENZA Ltd HC Wellington CIV 2008-485-1072, 18 September 2008 at [65].
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persons in the relevant market would be confused, which appears to have 

been accepted as a form of prejudice in Intellectual Reserve Inc. v Robert 

Sintes67 at [42]:

[42]   It is clear that the closeness or the similarity between the goods and services 
will be a highly relevant factor in the assessment of trade connection and prejudice. 
Where marks are conceptually similar, consumers may consider that the later mark 
is an extension or variation of the original mark: Kerly’s Law of Trade Marks and 
Trade Names (13

th
ed., 2001), p 603. As to prejudice, the inclusion of the word 

“likely” suggests that it is permissible to look for potential prejudice rather than just 
actual or the real risk of unfair advantage or detriment. The most common form of 
prejudice no doubt will be actual or potential confusion. The section does not refer 
directly to any requirement for confusion. [my emphasis]

Finding

112. Accordingly, I find that the opponent succeeds on ground 7.

Defence: section 26(b) of the Act

113. The applicant relies68 on section 26(b) of the Act, which overrides section 

25(1) of the Act and states:

The Commissioner must register trade mark A if—
…
(b) the Commissioner or the Court, as the case may be, considers that a case 

of honest concurrent use exists, or other special circumstances exist, that, 
in the opinion of the Court or the Commissioner, makes it proper for the 
trade mark to be registered subject to any conditions that the Court or the 
Commissioner may impose.

114. However, the applicant has made no submissions or adduced any 

evidence concerning this defence to an adverse finding under section 

25(1)(c) of the Act.

115. Therefore, I find that the adverse finding under section 25(1)(c) of the Act

stands.

                                                
67

HC Auckland CIV-2007-404-2610, 13 December 2007.
68

Counter-statement at [9] and [10], which are set out at [6] of this decision.
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Decision

Summary of findings

116. I have found that:

116.1 the opponent has succeeded on its grounds of opposition under 

sections 17(1)(a) and 25(1)(c) of the Act; and

116.2 section 26(b) of the Act does not apply in the circumstances of this 

case.

Direction

117. Accordingly, I direct that trade mark application nos 845492 ,

848529 , and 848530 must not be registered.
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Costs

118. I award costs to the opponent as the successful party in this opposition in 

accordance with scale in the sum of $2,950 calculated as follows:

Item in IPONZ scale of costs Cost

Preparing and filing notice of opposition:

Preparing and filing opponent’s evidence:

Notice of opposition fee:

Preparation of written submissions:

Hearing fee:

TOTAL:

500.00

800.00

300.00

500.00

850.00

$2,950.00 to the opponent

Dated this 11 day of June 2013

A J Pietras & Co for the applicant

James & Wells for the opponent
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Schedule 1
Details of New Zealand trade mark application no. 845492:

Trade mark

Trade mark name SPEED UNLIMITED

Trade mark type Combined

Class 32 [Nice classification Schedule 9]

Goods Soft drinks; energy drinks; sports drinks; juices; mineral waters.

Applicant ENERGY GROUP SRL

Statement of use The mark is being used or proposed to be used, by the applicant or with 
his/her consent, in relation to the goods/services

Status Under opposition

Filed on 11 July 2011
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Schedule 1 continued
Details of New Zealand trade mark application no. 848529:

Trade mark

Trade mark name SPEED ENERGY

Trade mark type Combined

Class 32 [Nice classification Schedule 9]

Goods Soft drinks; energy drinks; sports drinks; juices; mineral waters.

Applicant ENERGY GROUP SRL

Statement of use The mark is being used or proposed to be used, by the applicant or with 
his/her consent, in relation to the goods/services

Status Under opposition

Filed on 31 August 2011
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Schedule 1 continued
Details of New Zealand trade mark application no. 848530:

Trade mark

Trade mark name SPEED FACTORY

Trade mark type Combined

Class 32 [Nice classification Schedule 9]

Goods Soft drinks; energy drinks; sports drinks; juices; mineral waters.

Applicant ENERGY GROUP SRL

Statement of use The mark is being used or proposed to be used, by the applicant or with 
his/her consent, in relation to the goods/services

Status Under opposition

Filed on 31 August 2011
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Schedule 269

Details of New Zealand trade mark registration no. 668584:

Trade mark EPIC

Trade mark name EPIC

Trade mark type Word

Class 12 [Nice classification Schedule 8]

Goods vehicles for land use; cycles, tricycles and motor cycles; parts and 
fittings for all the aforesaid, in this class

Applicant Specialized Bicycle Components, Inc.

Statement of use Proposed to be used by the proprietor(s), (being the applicant)

Status Registered

Registered on 22 May 2003

Deemed date of 
registration

18 November 2002

                                                
69

This schedule contains the details of the opponent’s New Zealand trade mark registrations and 
applications, which are referred to in the notice of opposition at [12] and are set out in Schedule A 
of that notice.
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Schedule 2 continued
Details of New Zealand trade mark registration no. 668585:

Trade mark SPECIALIZED

Trade mark name SPECIALIZED

Trade mark type Word

Class 9 [Nice classification Schedule 8]

Goods protective clothing; protective devices for personal use against 
accidents; protective gloves, guards, pads and helmets; cycle and 
motorcycle helmets, in this class

Applicant Specialized Bicycle Components, Inc.

Statement of use Use Claimed

Status Registered

Registered on 10 May 2004

Deemed date of 
registration

18 November 2002

Details of New Zealand trade mark registration no. 668586:

Trade mark SPECIALIZED

Trade mark name SPECIALIZED

Trade mark type Word

Class 12 [Nice classification Schedule 8]

Goods vehicles for land use; cycles, tricycles and motorcycles; parts and 
fittings for all the aforesaid, in this class

Applicant Specialized Bicycle Components, Inc.

Statement of use Use Claimed

Status Registered

Registered on 10 May 2004

Deemed date of 
registration

18 November 2002
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Schedule 2 continued
Details of New Zealand trade mark registration no. 668587:

Trade mark SPECIALIZED

Trade mark name SPECIALIZED

Trade mark type Word

Class 25 [Nice classification Schedule 8]

Goods clothing, footwear and headgear; cyclists' clothing and cycle shoes, 
in this class

Applicant Specialized Bicycle Components, Inc.

Statement of use Use Claimed

Status Registered

Registered on 10 May 2004

Deemed date of 
registration

18 November 2002

Details of New Zealand trade mark registration no. 668588:

Trade mark

Trade mark name S SPECIALIZED

Trade mark type Combined

Class 9 [Nice classification Schedule 8]

Goods protective clothing; protective devices for personal use against 
accidents; protective gloves, guards, pads and helmets; cycle and 
motorcycle helmets, in this class

Applicant Specialized Bicycle Components, Inc.

Statement of use Proposed to be used by the proprietor(s), (being the applicant)

Status Registered

Registered on 5 January 2004

Deemed date of 
registration

18 November 2002
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Schedule 2 continued
Details of New Zealand trade mark registration no. 668589:

Trade mark

Trade mark name S SPECIALIZED

Trade mark type Combined

Class 12 [Nice classification Schedule 8]

Goods vehicles for land use; cycles, tricycles and motorcycles; parts and 
fittings for all the aforesaid, in this class

Applicant Specialized Bicycle Components, Inc.

Statement of use Proposed to be used by the proprietor(s), (being the applicant)

Status Registered

Registered on 5 January 2004

Deemed date of 
registration

18 November 2002
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Schedule 2 continued
Details of New Zealand trade mark registration no. 668590:

Trade mark

Trade mark name S SPECIALIZED

Trade mark type Combined

Class 25 [Nice classification Schedule 8]

Goods clothing, footwear and headgear; cyclists' clothing and cycle shoes, 
in this class

Applicant Specialized Bicycle Components, Inc.

Statement of use Proposed to be used by the proprietor(s), (being the applicant)

Status Registered

Registered on 5 January 2004

Deemed date of 
registration

18 November 2002
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Schedule 2 continued
Details of New Zealand trade mark registration no. 782813:

Trade mark ALLEZ

Trade mark name ALLEZ

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods vehicles for use on land; bicycles; parts and accessories for bicycles

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or with 
his/her consent, in relation to the goods/services

Status Registered

Registered on 24 July 2008

Deemed date of 
registration

18 January 2008

Details of New Zealand trade mark registration no. 793980:

Trade mark ARMADILLO

Trade mark name ARMADILLO

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods Bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 793990:

Trade mark

Trade mark name Bg

Trade mark type Combined

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Class 25 [Nice classification Schedule 9]

Goods clothing, footwear, headgear; cycling shoes, shoe covers, cycling 
gloves, bags, cycling jerseys, cycling shorts, socks and jackets

Class 28 [Nice classification Schedule 9]

Goods sporting equipment including cycling gloves

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 793991:

Trade mark BIG HIT

Trade mark name BIG HIT

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 March 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 793992:

Trade mark BODY GEOMETRY

Trade mark name BODY GEOMETRY

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Class 25 [Nice classification Schedule 9]

Goods clothing, footwear, headgear; cycling shoes, shoe covers, cycling 
gloves, bags, cycling jerseys, cycling shorts, socks and jackets

Class 28 [Nice classification Schedule 9]

Goods sporting equipment including cycling gloves

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 793993:

Trade mark CROSSTRAIL

Trade mark name CROSSTRAIL

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 793995:

Trade mark DEMO

Trade mark name DEMO

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 793996:

Trade mark DOLCE

Trade mark name DOLCE

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 793997:

Trade mark ENDURO

Trade mark name ENDURO

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 18 June 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 793998:

Trade mark ERA

Trade mark name ERA

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 793999:

Trade mark FSR

Trade mark name FSR

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794000:

Trade mark FUSE

Trade mark name FUSE

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 794001:

Trade mark GLOBE

Trade mark name GLOBE

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794003:

Trade mark HARDROCK

Trade mark name HARDROCK

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 6 August 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 794007:

Trade mark MYKA

Trade mark name MYKA

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794008:

Trade mark PITCH

Trade mark name PITCH

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 794009:

Trade mark ROCKHOPPER

Trade mark name ROCKHOPPER

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794010:

Trade mark ROUBAIX

Trade mark name ROUBAIX

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 794011:

Trade mark ROVAL

Trade mark name ROVAL

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794012:

Trade mark RUBY

Trade mark name RUBY

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 14 May 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794013:

Trade mark

Trade mark name S

Trade mark type Combined

Class 9 [Nice classification Schedule 9]

Goods protective clothing, footwear and headgear, cycling helmets; 
spectacles and sunglasses; lenses for spectacles and sunglasses; 
cases and holders for spectacles and sunglasses; spectacle 
frames; frames for sunglasses; computing devices for bicyclists to 
measure time, distance and velocity

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Class 18 [Nice classification Schedule 9]

Goods sporting hand bags, sporting duffel bags, all-purpose sports bags, 
travel bags, backpacks, waist bags

Class 25 [Nice classification Schedule 9]

Goods clothing, footwear, headgear; cycling shoes, shoe covers, cycling 
gloves, cycling jerseys, cycling shorts, socks and jackets

Class 35 [Nice classification Schedule 9]

Services retail and wholesale of bicycles, parts and fittings for bicycles, 
clothing, footwear and headgear, protective sporting equipment, 
cycling and sporting equipment, sports bags

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services
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Status Registered

Registered on 12 March 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 794014:

Trade mark

Trade mark name S WORKS

Trade mark type Combined

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Class 25 [Nice classification Schedule 9]

Goods clothing, footwear, headgear; cycling shoes, shoe covers, cycling 
gloves, cycling jerseys, cycling shorts, socks and jackets

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 March 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794015:

Trade mark SAFIRE

Trade mark name SAFIRE

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794016:

Trade mark SEQUOIA

Trade mark name SEQUOIA

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 794017:

Trade mark SIRRUS

Trade mark name SIRRUS

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794018:

Trade mark SPECIALIZED

Trade mark name SPECIALIZED

Explanations The provisions of section 18(2) of the Trade Marks Act 2002 apply.

Trade mark type Word

Class 35 [Nice classification Schedule 9]

Services Retail and wholesale of bicycles, parts and fittings for bicycles, 
clothing, footwear and headgear, protective sporting equipment 
namely protective clothing, protective devices for personal use 
against accidents, protective gloves, guards, pads and helmets, 
cycle and motorcycle helmets.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 28 April 2012

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794019:

Trade mark STUMPJUMPER

Trade mark name STUMPJUMPER

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794020:

Trade mark S-WORKS

Trade mark name S-WORKS

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Class 25 [Nice classification Schedule 9]

Goods clothing, footwear, headgear; cycling shoes, shoe covers, cycling 
gloves, cycling jerseys, cycling shorts, socks and jackets

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 March 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794021:

Trade mark TARMAC

Trade mark name TARMAC

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 794022:

Trade mark TRICROSS

Trade mark name TRICROSS

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 12 February 2009

Deemed date of 
registration

7 August 2008

Details of New Zealand trade mark registration no. 794023:

Trade mark VITA

Trade mark name VITA

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tyres and inner 
tubes for tyres, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, seat posts, stands

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 14 May 2009

Deemed date of 
registration

7 August 2008
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Schedule 2 continued
Details of New Zealand trade mark registration no. 812784:

Trade mark ARIEL

Trade mark name ARIEL

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles; parts and fittings for bicycles including tires and inner 
tubes for tires, brakes and brake pads, chains and chain rings, 
frames, handle bars and grips for handle bars, hubs, pumps, rims, 
saddles, spokes, stems, and seat posts

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 18 March 2010

Deemed date of 
registration

16 September 2009
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Schedule 2 continued
Details of New Zealand trade mark registration no. 822062:

Trade mark VENGE

Trade mark name VENGE

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles and bicycle frames

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 7 October 2010

Deemed date of 
registration

6 April 2010

Details of New Zealand trade mark registration no. 822063:

Trade mark CAMBER

Trade mark name CAMBER

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods bicycles and bicycle frames

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 7 June 2011

Deemed date of 
registration

6 April 2010
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Schedule 2 continued
Details of New Zealand trade mark registration no. 826206:

Trade mark PURIST

Trade mark name PURIST

Explanations Consent has been given by the owner of 702866.

Trade mark type Word

Class 21 [Nice classification Schedule 9]

Goods Sports bottles sold empty.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 9 May 2011

Deemed date of 
registration

24 June 2010
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Schedule 2 continued
Details of New Zealand trade mark registration no. 833696:

Trade mark

Trade mark name S

Trade mark type Combined

Class 8 [Nice classification Schedule 9]

Goods Tools, including hand tools for repair and maintenance of bicycles.

Class 9 [Nice classification Schedule 9]

Goods Protective clothing, footwear and headgear for wear by bicyclists for 
protection against accident or injury.

Class 21 [Nice classification Schedule 9]

Goods Bottles sold empty; water bottles sold empty; sport bottles sold 
empty.

Class 25 [Nice classification Schedule 9]

Goods Clothing, including shirts, t-shirts, tops, base layers, jackets, 
jerseys, shorts, padded shorts, pants, sweat pants, tights, vests, 
socks, arm warmers, knee warmers; headwear; footwear.

Class 36 [Nice classification Schedule 9]

Services Financial sponsorship of cycling teams, riders, races and events; 
financial sponsorship of motorsport racing teams, riders and drivers.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 11 July 2011

Deemed date of 
registration

23 November 2010
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Schedule 2 continued
Details of New Zealand trade mark registration no. 837134:

Trade mark AMIRA

Trade mark name AMIRA

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods Bicycle and bicycle frames.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 13 August 2011

Deemed date of 
registration

14 February 2011

Details of New Zealand trade mark registration no. 837135:

Trade mark SECTEUR

Trade mark name SECTEUR

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods Bicycles and bicycle frames.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 13 August 2011

Deemed date of 
registration

14 February 2011
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Schedule 2 continued
Details of New Zealand trade mark registration no. 838264:

Trade mark

Trade mark name S

Trade mark type Combined

Class 35 [Nice classification Schedule 9]

Services Promoting sports competitions and events of others, namely, 
promoting cycling teams, riders, races and events; promoting sports 
competitions and events of others, promoting motorsport racing 
teams, riders, and drivers.

Class 36 [Nice classification Schedule 9]

Services Financial sponsorship of cycling teams, riders, races, and events; 
financial sponsorship of motorsport racing teams, riders, and 
drivers.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 8 September 2011

Deemed date of 
registration

8 March 2011
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Schedule 2 continued
Details of New Zealand trade mark registration no. 838265:

Trade mark SPECIALIZED

Trade mark name SPECIALIZED

Explanations Section 18(2) of the Trade Marks Act 2002 applies.

Trade mark type Word

Class 8 [Nice classification Schedule 9]

Goods Tools, namely hand tools for repair and maintenance of bicycles.

Class 18 [Nice classification Schedule 9]

Goods Bags, namely messenger bags, sport bags, back packs, duffel 
bags, travel bags.

Class 21 [Nice classification Schedule 9]

Goods Bottles sold empty; water bottles sold empty; sport bottles sold 
empty.

Class 25 [Nice classification Schedule 9]

Goods T-shirts, tops, socks, jackets, base layers, jerseys, shorts, padded 
shorts, pants, sweat pants, tights, vests, arm warmers, knee 
warmers, headwear, shoe covers; gloves, namely cycling gloves 
and outdoor gloves.

Class 35 [Nice classification Schedule 9]

Services Promoting sports competitions and events of others, namely, 
promoting cycling teams, riders, races and events; promoting sports 
competitions and events of others, promoting motorsport racing 
teams, riders, and drivers.

Class 36 [Nice classification Schedule 9]

Services Financial sponsorship of cycling teams, riders, races, and events; 
financial sponsorship of motorsport racing teams, riders, and 
drivers.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 22 March 2013

Deemed date of 
registration

8 March 2011
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Schedule 2 continued
Details of New Zealand trade mark registration no. 838266:

Trade mark S-WORKS

Trade mark name S-WORKS

Trade mark type Word

Class 9 [Nice classification Schedule 9]

Goods Protective clothing, footwear and headgear for wear by bicyclists for 
protection against accident or injury, cycling helmets.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 8 September 2011

Deemed date of 
registration

8 March 2011

Details of New Zealand trade mark registration no. 849012:

Trade mark FUELSELAGE

Trade mark name FUELSELAGE

Trade mark type Word

Class 12 [Nice classification Schedule 9]

Goods Parts, fittings and accessories for bicycles, including bicycle 
hydration systems being fittings for bicycles comprising a drink 
reservoir, a drinking tube and a mouth-piece.

Applicant Specialized Bicycle Components, Inc.

Statement of use The mark is being used or proposed to be used, by the applicant or 
with his/her consent, in relation to the goods/services

Status Registered

Registered on 28 April 2012

Deemed date of 
registration

9 September 2011
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